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No warrant appears for distinguishing the submission of
legal questions to a jury in patent cases from such submissions
routinely made in other types of cases. So long as the Seventh
Amendment stands, the right to a jury trial should not be
rationed, nor should particular issues in particular cases be
treated differently from similar issues in other types of cases.'

When you go into court you are putting your fate in the
hands of twelve people who weren't smart enough to get out of
jury duty.2

INTRODUCTION

Despite the rhetoric espoused in the first quotation above,
several recent decisions by the Court of Appeals for the Federal
Circuit ("CAFC") and one by the United States Supreme Court
have significantly narrowed the role of juries in patent-infringe-
ment litigation; those cases seem more accurately to have been
shaped by the latter philosophy.3 The rapid increase in the
complexity of technology being patented (especially in the
computer-related and biological fields) has made patent trials
extremely difficult for average jurors to understand.4 Moreover,

1. Connell v. Sears Roebuck & Co., 722 F.2d 1542, 1547 (Fed. Cir. 1983).
2. THE SPEAKER'S BOOK OF QUOTATIONs 60 (Henry 0. Dorman ed., 1987)

(attributing this quote to Norm Crosby, American comedian).
3. Congress created the Court of Appeals for the Federal Circuit in 1982 to

serve, in part, as the appellate court for all patent-infringement trials, regardless of
which U.S. district court conducted the trial. 28 U.S.C. § 1295(a)(1) (1994). In doing
so, Congress expressed concern that patent appeals to varying circuit courts produced
discrepancies in legal doctrine and conflicts among the circuits. See S. Rep. No. 275,
97th Cong., 2d Sess. 1-5 (1982). Unfortunately, conflicts among the circuits have, at
least to some degree, simply been translated into conflicts among the different panels
and judges of the CAFC. See infra part III.D.

4. See, e.g., Richard B. Schmitt, Court May Consider Some Limits on Juries'Role
in Patent Lawsuits, WALL ST. J., Feb. 18, 1994, at B8 (Schmitt quotes prominent
patent attorney Donald Dunner as saying: "Give [jurors] a complicated biotechnology
case or one involving lasers or computers, and their eyes glaze over." He also quotes
Martin J. Adelman, a professor specializing in patent law, as saying that in our
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although patent holders suing for infringement have had the
right to a trial by jury for more than 200 years, only recently have
they begun to exercise that right with regularity.5 The result has
been an increasing skepticism among some members of the
patent bar as to the appropriateness of using juries in patent-
infringement trials.6

These developments have sparked a scholarly debate
regarding the proper role of juries in patent cases.7 Typical
complaints about the use of juries in patent cases are that juries
are pro-patentee because they have a high regard for the U.S.
Patent & Trademark Office ("PTO"), that they cannot understand
the technology involved or the nuances of the legal standards for
patent validity and infringement, and that they are swayed too
easily by tangential issues.' Unfortunately, any attempt to
eviscerate the role of juries in patent cases runs headlong into the
Seventh Amendment, and most commentators agree that, without
a constitutional amendment, juries cannot be wholly eliminated
from patent cases.9

Perhaps in response to these concerns, however, the CAFC
has effectively limited the role of the jury in patent cases.
Although the Supreme Court has consistently held that the
Seventh Amendment right to a jury trial attaches to patent-
infringement cases, the CAFC nevertheless has taken arguably
factual questions away from juries, given more power to district
court judges, and granted itself de novo review of the most

current system, jury confusion has created "a system of justice that is basically a
lottery.").

5. In 1974, patent holders tried only seven percent (6 of 89) of patent-
infringement suits to juries, compared with seventy percent (63 of 90) in 1994.
Timothy L. Swabb, Federal Circuit Cannot Stop Runaway Jury Awards in Patent
Suits: Companies Should Insure Themselves Against This Risk, MEALEY'S LITIG.
REP.: INTELL. PROP., Sept. 5, 1995, at 20; see also In re Lockwood, 50 F.3d 966, 980
(Fed. Cir. 1995) (reporting that more than half of patent cases are currently tried to
juries); Blonder Tongue Lab. v. University of Ill. Found., 402 U.S. 313, 336 n.30
(1971) (reporting that only 13 of 382 patent cases in the late 1960s were tried to
juries).

6. See, e.g., Brian M. Martin, Federal Circuit Limits Jury's Role in Patent Trials,
77 J. PAT. & TRADEMARK OFF. Soc'Y 641 (1995).

7. See, e.g., Abolition of Jury Trials in Patent Cases, 34 IDEA J.L. & TECH. 77
(1994) [hereinafter IDEA]; Charles W. Bradley, The Changing Role of Juries in Patent
Litigation, in INTELLECTUAL PROPERTY LAW INSTITUTE 1995, at 113 (PLI PATENTS,
COPYRIGHTS, TRADEMARKS, & LITERARY PROPERTY COURSE HANDBOOK SERIES No. 416,
1995); Swabb, supra note 5.

8. See Swabb, supra note 5; IDEA, supra note 7.
9. See, e.g., Swabb, supra note 5; IDEA, supra note 7.
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important question in a patent-infringement suit-claim con-
struction. Surprisingly, a recent, unanimous decision by the
Supreme Court affirmed this trend, ° thereby vastly increasing
the scope of the CAFC's authority to decide infringement cases on
appeal. This Comment addresses the justifications for and
constitutional problems with such a narrowing of the jury's role.

Part I examines the scope of the Seventh Amendment right
to a jury trial in patent suits. Part II discusses the recent
decision to take the question of claim construction away from the
jury and to classify it purely as a question of law for the court.
Specifically, Part II addresses both the CAFC's opinion and the
Supreme Court's rationale in affirming it. Part III examines how
the CAFC's specialized evidence-presentation requirements for
infringement suits brought under the doctrine of equivalents also
demonstrate a lack of faith in juries. Finally, Part IV addresses
the CAFC's apparent unwillingness to remand patent-infringe-
ment suits for new trials even when it announces new procedural
rules after the conclusion of the original trial or overrules the
trial judge's claim construction.

Although there is some force to the argument that justice is
better served by allowing the specially trained judges of the
CAFC11 ultimately to decide the legally and technologically
complex issues in patent suits, this Comment concludes that the
methods used to achieve that result are constitutionally trou-
bling. Further, by increasing the scope of appellate review of
patent-infringement trials (e.g., by declaring claim construction
a matter of law subject to de novo review), the CAFC and the
Court have upset the balance of the civil trial system. In sum,
neither the CAFC nor the Supreme Court has chosen to heed the
Court's previous assertion that the trial is the "main event"
rather than just a "tryout on the road" to later appellate review. 2

In patent-infringement cases, the CAFC has been appointed the

10. Markman v. Westview Instruments, 116 S. Ct. 1384 (1996).
11. In using the term "specially trained" to refer to the judges of the CAFC in

this Comment, the author does not intend to imply that the judges of the CAFC are
required to possess some technical or patent-related background in order to be
appointed. No such requirement exists. Rather, it is assumed that because the
CAFC is the only intermediate appellate court that considers patent cases, the judges
become specially trained through experience.

12. See Anderson v. City of Bessemer City, 470 U.S. 564, 575 (1985); Wainwright
v. Sykes, 433 U.S. 72, 90 (1977).

1996] -
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ringleader, and the trial is becoming more of a sideshow every
day.

I. SEVENTH AMENDMENT RIGHT TO JURY TRIAL IN PATENT
LITIGATION

Before addressing the recent decisions of the CAFC and the
Supreme Court, it may be helpful to review the issues involved in
a typical patent suit and the jury's traditional role in deciding
those issues. As will be discussed, many of the issues are fraught
with factual determinations that juries have typically been
charged with resolving.

A. Primer on Patent Infringement

A patent is a grant of monopoly by the U.S. government to an
inventor for a limited time.13 The power of Congress to grant
such a monopoly is specifically provided for in the Constitution. 4

Essentially, the patent system is based on an exchange. 5 The
government allows the inventor to exclude others from making,
using, or selling his invention. In return, the inventor publicly
discloses the best way to make and use his invention, and, at the
end of the patent term, the invention becomes part of the public
domain. The theory is that technology will progress more rapidly
if inventors are encouraged to disclose their inventions rather
than trying to maintain them as trade secrets.

In order to obtain a patent, an inventor must provide the
PTO with an application consisting of a written specification.16

The specification must describe the invention with enough clarity
to allow one skilled in the art to make and use the invention
(thereby providing the full benefit of public disclosure). 7 In

13. 35 U.S.C. § 154 (1994).
14. U.S. CONST. art. I, § 8 (authorizing Congress "[t]o promote the Progress of

Science and useful Arts, by securing for limited Times to Authors and Inventors the
exclusive Right to their respective Writings and Discoveries").

15. See generally PETER D. ROSENBERG, PATENT LAW FUNDAMENTALS § 1.02
(1995).

16. 35 U.S.C. § 111 (1994).
17. Id. § 112 para. 1. This is generally accomplished via a detailed written

description of the invention including reference to technical drawings.
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addition, the specification must include "one ,or more claims
particularly pointing out and distinctly claiming" the invention."8

The claims define the scope of protection for a patent. 19 In
determining infringement, only the claims, and not the descrip-
tion or drawings contained in an application, are interpreted."
However, the drawings and other descriptions, as well as any
arguments made during the prosecution of the application, may
be used to interpret the claims and narrow their scope.21

Infringement occurs when someone "without authority
makes, uses or sells any patented invention, within the United
States during the term of the patent therefor."2 Infringement
litigation generally involves a two-step process: first, the claims
are construed (or "constructed") to determine their scope; second,
the trier of fact determines if the defendant's product or process
fits within the claimed subject matter." The first step may be
thought of as determining the circle of protection afforded by the
patent claims. The second step is the determination of whether
the accused product or process fits within that circle.

Generally, there are two theories under which a patent
holder can sue alleged infringers for violation of patent rights:
literal infringement and infringement under the doctrine of
equivalents ("Doctrine"). Literal infringement occurs when
someone holding no rights under the patent in question makes or
does something that comes directly under the claims of the patent
as written.24 Infringement under the Doctrine, on the other hand,

18. Id. § 112 para. 2.
19. SRI Int'l v. Matsushita Elec. Corp., 775 F.2d 1107, 1121 (Fed. Cir. 1985) (en

banc). For example, one claim of a patent seeking to protect the invention of a simple
stool might read: "An apparatus for supporting a sitting person comprising a first
member having a planar surface and at least three elongated members for supporting
said first member such that said planar surface is substantially parallel to the floor
or ground."

20. Id.
21. See, e.g., Autogiro Co. of Am. v. United States, 384 F.2d 391 (Ct. Cl. 1967).
22. 35 U.S.C. § 271(a) (1994).
23. See, e.g., Lifescan, Inc. v. Home Diagnostics, Inc., 76 F.3d 358, 359 (Fed. Cir.

1996); Standard Oil Co. v. American Cyanamid Co., 774 F.2d 448, 452 (Fed. Cir.
1985). In addition to claiming that a patent is not infringed, a defendant will almost
always allege that the patent asserted against is invalid. An assessment of validity
involves a separate set of issues for the jury and the court than does the question of
infringement. This Comment, however, will focus on the question of infringement.
References to "infringement litigation" in this Comment are thus not intended to
refer to validity issues.

24. See, e.g., SRI Int'l v. Matsushita Elec. Corp., 775 F.2d 1107, 1121 (Fed. Cir.
1985) (en banc) (finding literal infringement because the accused device read literally

1996]
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occurs when the alleged infringer makes or does something that
falls outside of the literal language of the claims, but the product
or process in question is the substantial equivalent of the
patented product or process." The Doctrine, therefore, can
stretch the circle of protection beyond a literal reading of the
claims. It is not uncommon for plaintiffs in patent-infringement
trials to allege both types as alternative theories of infringement.

B. Right to Jury Trial

The Seventh Amendment states: "In suits at common law...
the right to trial by jury shall be preserved, and no fact tried by
a jury shall be otherwise re-examined in any Court of the United
States, than according to the rules of the common law."26 In
addition, Rule 38(a) of the Federal Rules of Civil Procedure
guarantees a right to a jury trial "as declared by the Seventh
Amendment... or as given by a statute of the United States."27

The Supreme Court has adopted a two-prong test to determine
whether a Seventh Amendment right to a jury trial attaches.
"First, a court must examine the case to see if it would have
arisen in law or in equity in 1791 when the Seventh Amendment
was adopted. Second .... a court must look at the relief requested
to see if it is legal or equitable."2 The Seventh Amendment also
extends to statutory actions created by Congress that are
analogous to actions decided in the law courts of eighteenth-
century England.29

A plaintiff's right to a jury trial under the Seventh Amend-
ment in an action brought for damages due to literal infringement
has been established." The ultimate question of literal infringe-

on the claims of the patented invention).
25. See, e.g., Graver Tank & Mfg. v. Linde Air Prods. Co., 339 U.S. 605 (1950)

(finding infringement because the accused device performed substantially the same
function in substantially the same way to achieve substantially the same results as
the patented invention).

26. U.S. CONST. amend. VII.
27. FED. R. CIV. P. 38(a) (1994).
28. Transmatic, Inc. v. Gulton Indus., 835 F. Supp. 1026, 1028 (E.D. Mich. 1993)

(citing Chauffers, Teamsters, & Helpers, Local No. 391 v. Terry, 494 U.S. 558, 563-67
(1990)).

29. Tull v. United States, 481 U.S. 412, 417 (1987).
30. SRI Int'l v. Matsushita Elec. Corp., 775 F.2d 1107, 1125 (Fed. Cir. 1985) (en

banc); Thomas & Betts Corp. v. Litton Sys., 720 F.2d 1572 (Fed. Cir. 1983).

628
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ment is one of fact for the jury. 1 There remains some question,
however, as to whether a patent owner who sues only under the
Doctrine has a right to a jury trial.32

At least one court has characterized the Doctrine as an
equitable theory to which the right to a jury trial does not attach.
In Transmatic, Inc. v. Gulton Industries," a district court in
Michigan relied on previous CAFC decisions that had, in other
contexts, characterized the Doctrine as equitable.34 Also, the
court analogized the Doctrine (which was not in existence in 1791
when the Seventh Amendment was ratified) to a theory of
contract reformation, which was considered an equitable action
at that time.5 On appeal, the CAFC expressly refused to consider
the right to jury trial under the Doctrine, deciding instead that
the patent owner had waived its right in that case. 6

In a more recent case, however, the CAFC held, en banc, that
a patent owner has a right to a jury trial in a suit under the
Doctrine because it is not an equitable cause of action. 7 In an
opinion from which five of the twelve judges dissented, the court
held that the Doctrine is a legal, not equitable, creation and that
the question of infringement under the Doctrine is one of fact that
should be submitted to the jury when properly requested. 38 The
Supreme Court recently granted certiorari, however, so the issue
is not yet settled.

31. SRI Int'l, 775 F.2d at 1124; Thomas & Betts Corp., 720 F.2d at 1574.
32. Raymond M. Galasso & Harold W. Milton, The Doctrine of Equivalents and

the Seventh Amendment, THE LAW WORKS, Oct. 1994, at 10. The issue really is not
whether infringement under the Doctrine is a question of fact because the Supreme
Court stated without ambiguity that it is a factual question in Graver Tank & Mfg.
v. Linde Air Prods. Co., 339 U.S. 605 (1950). Rather, the debate lies in whether the
Doctrine is only to be applied at all in the discretion of the trial judge when equity
demands it. See Hilton Davis Chem. v. Warner-Jenkinson Co., 62 F.3d 1512, 1521
(Fed. Cir. 1995), cert. granted, 116 S. Ct. 1014 (Feb. 26, 1996) (No. 95-728).

33. 835 F. Supp. 1026 (E.D. Mich. 1993).
34. Id. at 1028-29 (citing Charles Greiner & Co. v. Mari-Med Mfg., 962 F.2d

1031, 1036 (Fed. Cir. 1992) ('The doctrine of equivalents is an equitable doctrine.")
and Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 935 (Fed. Cir. 1987)
("[T]he doctrine of equivalents is designed to do equity.")).

35. Id. at 1029.
36. Transmatic, Inc. v. Gulton Indus., 53 F.3d 1270, 1278-79 (Fed. Cir. 1995).
37. Hilton Davis Chem. v. Warner-Jenkinson Co., 62 F.3d 1512, 1521 (Fed. Cir.

1995), cert. granted, 116 S. Ct. 1014 (Feb. 26, 1996) (No. 95-728).
38. Id. at 1520-22.
39. See Warner-Jenkinson Co. v. Hilton Davis Chem., 116 S. Ct. 1014 (Feb. 26,

1996) (No. 95-728). Interestingly, the issue to which certiorari was granted as
described in United States Law Week indicates that the Court may be examining the
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Nevertheless, it is clear that an action brought for literal
infringement (or infringement pled alternatively as either literal
or under the Doctrine) will involve a jury.4 ° There is some
question, however, as to what issues in an infringement trial are
within the province of the jury. Consequently, it is important to
determine exactly how much power a jury has in patent-infringe-
ment litigation. For better or worse, that power is decreasing.

II. CLAIM CONSTRUCTION AS A MATTER OF LAW: SAPPING THE

JURY'S POWER

In the recent landmark decision of Markman v. Westview
Instruments4 ("Markman"), the Supreme Court affirmed the
CAFC's holding that the interpretation of claims in a patent-
infringement suit is a legal issue that is solely within the
province of the trial judge and not the jury.42 Prior to Markman,
the CAFC had generally held that the interpretation of claims
could be sent to the jury under appropriate circumstances.43 In
its opinion in Markman, however, the CAFC decided for the first
time that claim construction is solely an issue for the court.44

Despite the significance of its decision, the Supreme Court's
opinion in Markman was relatively cursory.4" One might
surmise, therefore, that the Court granted some deference to the

viability of the Doctrine overall rather than simply its status as a legal or equitable
issue. Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 64 U.S.L.W. 3570, 3570
(U.S. Feb. 27, 1996) (No. 95-728) ("Does patent infringement exist whenever accused
product or process is 'equivalent' to invention claimed in patent, in that differences
are not 'substantial' as determined by jury, even though accused product or process
is outside literal scope of patent claim?"). That is a question for another day.

40. Even the district court in Transtnatic admits this much. Transmatic, Inc.
v. Gulton Indus., 835 F. Supp. 1026, 1030 (E.D. Mich. 1993).

41. 116 S. Ct. 1384 (1996).
42. Id. at 1396. Recall that the interpretation of claims is the first step in a

patent-infringement determination. Claims are interpreted according to their plain
language in light of the specification, drawings, and prosecution history. See, e.g.,
Tillotson Ltd. v. Walbro Corp., 831 F.2d 1033, 1037 (Fed. Cir. 1987).

43. See, e.g., Lemelson v. General Mills, 968 F.2d 1202, 1206 (Fed. Cir. 1992)
(stating that although claim construction is an issue of law, underlying factual issues
must be decided by the jury in determining infringement); Smithkline Diagnostics v.
Helena Lab. Corp., 859 F.2d 878, 885 (Fed. Cir. 1988) (stating the same); see also
Markman v. Westview Instruments, 52 F.3d 967, 989-98 (Mayer, J., concurring in the
judgment), 999-1026 (Newman, J., dissenting), aff'd, 116 S. Ct. 1384 (1996).

44. 52 F.3d 967, 970-71 (Fed. Cir. 1995) (en banc), aff'd, 116 S. Ct. 1384 (1996).
45. The opinion occupies only 13 pages in the Supreme Court Reporter. See 116

S. Ct. at 1384-96.
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opinion of the CAFC judges, who have considerably more
experience in the patent arena. Consequently, this Comment
addresses both the CAFC's and the Court's opinions.

The effect of Markman is to vest more power in the trial
judge and, ultimately, in the judges of the CAFC, who will review
claim construction de novo.4" Although there is some benefit to
allowing the specialized judges of the CAFC to decide technically
and conceptually difficult questions without the burden of a more
stringent standard of review, the costs are significant. As will be
discussed, Markman creates both constitutional and practical
difficulties. Congress, however, still holds the power to remedy
the problems arising from the use of unspecialized juries in
patent trials while eliminating the practical and constitutional
difficulties that Markman creates.

A. Herbert Markman's Story47

Herbert Markman is the named inventor and owner of a U.S.
patent entitled "Inventory Control and Reporting System for
Drycleaning Stores." The patent is directed to a system that
monitors the movement, location, and status of items in a dry-
cleaning store. The system was designed to avoid the misplace-
ment of customers' clothing as well as to deter the theft of
proceeds by employees. Markman's system generally comprised
a keyboard and data processor to generate written records of each
transaction and bar-code readers to scan codes on each article as
it moves through the dry-cleaning process.

Similarly, Westview Instruments, Inc. ("Westview") produced
and marketed a system that included a keyboard and processor
that were used to list charges for dry-cleaning services on bar-
coded tickets that could be read by optical detectors. Markman
and Positek, Inc. (one of Markman's licensees) brought a patent-
infringement suit against Westview and Althon Enterprises, Inc.,
which operated a dry-cleaning business using Westview's
products. Westview contended that it did not infringe the patent

46. See infra notes 60-64 and accompanying text. Although technically
Markiman will also vest the Supreme Court with greater power over claim
construction, the author assumes that the Supreme Court will not be interested in
routinely accepting cases to review claim-construction issues. Therefore, the main
effect of Markman is to increase the CAFC's role in deciding patent-infringement
cases.

47. See generally Markman, 52 F.3d at 971-73, affrd, 116 S. Ct. at 1388.

19961
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because its system functioned merely to track invoices and
transaction totals rather than to track "inventory" as Markman's
patent claims required.

At trial, much of the dispute centered on the definition of the
word "inventory" in the patent claims. The case was tried to a
jury, which was charged, in part, with defining "inventory" in the
context of the patent. Markman presented the testimony of an
expert witness concerning the meaning of the claim terms,
including "inventory," and offered evidence that Westview had
used the term "inventory" in its own product literature. The jury
eventually found that Westview had infringed Markman's patent.

The district court, however, overturned the jury verdict by
granting Westview's motion for judgment as a matter of law
("JMOL"). The court stated that it was under an obligation to
construe the claims as a matter of law, and it held that
Westview's system did not track "inventory" and could not
therefore infringe Markman's patent. Markman appealed the
district court's ruling to the CAFC. The CAFC affirmed the lower
court's holding, and Markman appealed to the Supreme Court,
again without success. As will be discussed, it seems that
Markman was in fact taken to the cleaners.

B. The CAFC's Decision in Markman

The CAFC's decision in Markman arguably overruled a large
body of its own precedent that indicated claim construction,
though ultimately a legal question, often involves factual
questions that are within the province of the jury.4" Nevertheless,
the majority, while admitting that there were some "inconsisten-
cies" in its precedent, contended that claim construction had
always been treated as a matter of law.49

In reaching its conclusion, the majority reasoned that a
patent is a "fully integrated" written instrument because, by
statute, the patent specification must contain a full written
description of the invention.5 ° In addition, the claims must
particularly point out the subject matter that the applicant

48. See, e.g., Lemelson v. General Mills, 968 F.2d 1202, 1206 (Fed. Cir. 1992);
Smithkline Diagnostics v. Helena Lab. Corp., 859 F.2d 878, 885 (Fed. Cir. 1988).

49. Markman, 52 F.3d at 977.
50. Id. at 978 (citing 35 U.S.C. § 112 para. 1 (1994)).
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regards as his invention.51 Therefore, the majority concluded that
a patent should be treated like any other fully integrated written
instrument and be interpreted by the court as a matter of law.52

Although much of the majority's language invoked contract
principles, the majority shunned the idea that construing a
patent is analogous to construing a contract.53 Specifically, the
court pointed out that, unlike contracts, patents are not agree-
ments between two parties because the PTO has no discretion in
granting a patent if the statutory requirements are met.54

Further, there are only two situations in which questions of fact
may arise in construing a contract: (1) where the document does
not fully reflect the agreement between the parties; and (2) where
the contract contains an ambiguous term, and the subjective
intent of the parties is determinative. 55 According to the court,
neither of those situations applies in the patent context because
(1) an invention must be covered by'the claims or protection is
lost, (2) the subjective intent of a patentee during patent prosecu-
tion is irrelevant, and (3) claim language should never be
ambiguous to one of ordinary skill in the art. 6 Therefore, the
majority found the contract analogy unhelpful.

Rather, the court preferred the analogy of a patent to a
statute.57 Not coincidentally, the interpretation of a statute is a
matter of law exclusively for the court.58 Like a statute, the
majority argued, the court should only look to the public record
(i.e., the specification and the prosecution history) to determine
the meaning of a patent, and evidence outside of the public record
should be irrelevant.59

51. Id. (citing 35 U.S.C. § 112 para. 2 (1994)).
52. Id. (citing Eddy v. Prudence Bonds Corp., 165 F.2d 157, 163 (2d Cir. 1947)

("[Aippellate courts have untrammeled power to interpret written documents.")).
53. Id. at 984-87.
54. Id. at 985 n.14.
55. Id. at 985.
56. Id. at 985-86.
57. Id. at 987. As will be discussed, the majority took pains to distinguish a

patent from a contract because both Judge Mayer in concurrence and Judge Newman
in dissent rely on the contract analogy to argue that claim construction is at least
sometimes a jury matter. Id. at 997-98 (Mayer, J., concurring in the judgment), 1000-
02 (Newman, J., dissenting).

58. Id. at 987 (citing United States v. John C. Grimberg Co., 702 F.2d 1362,
1365, 1368 (Fed. Cir. 1983)).

59. Id.

1996]
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Earlier ii its opinion, however, the majority stated that the
trial court could consider extrinsic evidence (including expert
technical testimony) in construing the patent.6" The majority
justified its reasoning by stating that when a trial judge considers
such extrinsic evidence, she is not making factual determina-
tions.6 Rather, the court is simply looking to extrinsic evidence
to provide enlightenment in reaching its legal interpretation of
the claims.62 The court even went so far as to claim that when the
trial court hears conflicting testimony and decides which testi-
mony it finds "helpful," the judge is not "crediting certain
evidence over other evidence."6 3  As a result, the majority
concluded that it can review the trial court's claim interpretation
de novo.64

The majority appears to have achieved its intended result,
however, by sleight of hand. For example, one wonders how,
when each party trots its technical expert to the stand with
invariably inconsistent stories, the trial judge can do anything but
"credit certain evidence over other evidence." Technical terms in
a patent can be ambiguous, and using experts to determine the
meaning of a term certainly smells of fact-finding. In addition,
the court cannot interpret the meaning of a disputed term in a
vacuum; it must determine the meaning of the term to one of
ordinary skill in the art.65 Such an inquiry necessarily requires
an initial determination of what the level of ordinary skill is in
the relevant art.

Further, it seems unlikely, and the court cites no authority
for the proposition, that experts would be used to interpret or
"explain" the meaning of a vague statutory term. Perhaps that is

60. Id. at 980-83.
61. Id. at 981.
62. Id. It is entirely possible that the majority realized that it could not bar

expert witnesses from testifying because trial judges need their help. Chances are
that the typical federal trial judge is not a great deal more knowledgeable than a
typical juror when it comes to high technology.

63. Id.
64. Id. It seems apparent that this is the goal that the majority has worked so

hard to achieve. Unlike the typical general jurisdiction trial judge, Federal Circuit
judges do have specialized patent-law experience. See id. at 989 (Mayer, J.,
concurring in the judgment) (proposing that the majority merely seeks to usurp
power from juries and unspecialized trial judges).

65. Id. at 986.
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the reason that the majority did not choose to address the issue
of expert testimony when making its statute analogy.66

In his bitterly worded concurrence in Markman, Judge Mayer
took the majority to task for entirely removing the key question
from the hands of the jury.67 Judge Mayer said of the majority
decision:

Today the court jettisons more than two hundred years of
jurisprudence and eviscerates the role of the jury preserved by
the Seventh Amendment of the Constitution... ; it marks a
sea of change in the course of patent law that is nothing short
of bizarre .... For this is not just about claim language, it is
about ejecting juries from infringement cases.68

Mayer went on to state that the majority's opinion was part of a
larger movement "to essentially banish juries from patent cases
altogether. '69 He admonished that the movement "to free patent
litigation from the 'unpredictability' of jury verdicts, and genera-
list judges, results from insular dogmatism inspired by unwar-
rantable elitism," and, more importantly, "it is unconstitu-
tional."70

Mayer based his opinion on both CAFC precedent and the
Constitution. For example, his opinion includes a string cite of
fourteen recent CAFC cases that hold that certain claim-construc-
tion questions are factual and are within the province of the
jury." Mayer also distinguished the cases relied upon by the
majority as either resulting from bench trials (at which the right
to a jury is not at issue) or springing from facts that were simply
inadequate to support a jury verdict.72 As for the constitutionality
of the majority's position, Mayer found ammunition in the words

66. See id. at 987.
67. Id. at 989 (Mayer, J., concurring in the judgment) ("All these pages and all

these words cannot camouflage what the court well knows: to decide what the claims
mean is nearly always to decide the case.").

68. Id.
69. Id. (citing In re Lockwood, 50 F.3d 966, 983 (Fed. Cir. 1995) (Nies, J.,

dissenting from order denying rehearing), an opinion joined by several members of
the Markman majority claiming that Congress could place the issue of patent validity
entirely within the hands of a specialized Article I court if it desired because the jury
right did not attach).

70. Id. at 989. See also Judge Newman's lengthy dissent expressing similar
views, id. at 999-1026 (Newman, J., dissenting).

71. Id. at 989-90 (Mayer, J., concurring in the judgment).
72. Id. at 990 n.2.
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of the Supreme Court: "'Maintenance of the jury as a fact-finding
body is of such importance and occupies so firm a place in our
history and jurisprudence that any seeming curtailment of the
right to a jury trial should be scrutinized with the utmost care.' 7 3

Mayer conceded that claim construction can sometimes be a
matter of law for the court if the meaning of the claims is
uncontested.74 Often, however, the meaning of certain terms in
the claims will be opaque, and the trial judge will have to resort
to extrinsic evidence outside of the patent and the prosecution
history, such as prior art or expert testimony.75 If, after consider-
ation of such evidence, there remains a genuine issue as to the
meaning of the claims, in his view its resolution should fall to the
jury.7" Mayer warned, however, that if the majority's position is
permitted to stand, it will upset the balance of "the traditional,
defined differences between the roles of judge and jury, and trial
and appellate courts. 77

Similarly, several commentators have already noted the
"troubling implications" of the majority's decision. 7' For example,
one commentator suggested that although the CAFC acknowl-
edges that extrinsic evidence such as expert testimony may be
used in claim interpretation, the court does not indicate how it
can perform meaningful de novo review without viewing the
testimony of the witnesses firsthand.79 "In essence, the Federal
Circuit takes the power of interpreting claims away from the jury,

73. Id. at 993 (quoting Dimick v. Schiedt, 293 U.S. 474, 486 (1935)); see also
Walker v. New Mexico & S. Pac. R.R. Co., 165 U.S. 593, 596 (1897) (The Seventh
Amendment "requires that questions of fact in common law actions shall be settled
by a jury, and that the court shall not assume directly or indirectly to take from the
jury or to itself such prerogative."); Granfinanciera S.A. v. Nordberg, 492 U.S. 33, 51-
52 (1989) (Even Congress "lacks the power to strip parties contesting matters of
private right of their constitutional right to a trial by jury.'). Evidently, the Supreme
Court did not perceive this as a "curtailment of the right to a jury trial" because it
affirmed the majority's judgment.

74. Id. at 991.
75. Id.
76. Id. Unlike the majority, Mayer defended the analogy of patents to contracts

or deeds, which are normally interpreted by the court as matter of law but are
submitted to the jury when ambiguities exist. Compare id. at 998 with supra notes
53-56 and accompanying text.

77. Markman, 52 F.3d at 992.
78. William N. Hulsey, III, et al., Recent Developments in Patent Law, 4 TEX.

INTELL. PROP. L.J. 99, 113 (1995); see also Bradley, supra note 7, at 27-33; Martin,
supra note 6.

79. Hulsey, supra note 78, at 113.
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gives it to the trial court, and ultimately gives it to itself for de
novo review."''

In sum, the CAFC took away from the jury what is arguably
the most important question in a patent-infringement trial: what
does the patent cover? The CAFC's decision in Markman is
complicated. Although the majority opinion was joined by eight
of the eleven judges, it appears to have been crafted so as to
create a consensus,81 and it ended up making little sense. It is
beyond the scope of this Comment to attempt to deal with all of
the intricacies of the majority opinion or of the opinions of the
three judges who disagreed. However, the effect of the case on
patent-infringement trials is important to this discussion, and it
will be addressed directly after a discussion of the Supreme
Court's opinion.

C. The Supreme Court's Decision in Markman

If nothing else, in affirming the CAFC's decision in
Markman, the Supreme Court should be commended for its
honesty. In a short and uncomplicated decision, the Court held
that trial judges should decide the issue of claim construction
exclusively as a matter of law because, in the opinion of the
justices, judges will simply be better at it than juries.

On its face, the Court's actual opinion was more doctrinally
based. Specifically, the Court set forth a two-stage framework for
deciding whether the issue of claim construction should be
allocated to the court or to the jury.82 First, the Court would ask
whether the cause of action (e.g., patent infringement) was one
that was traditionally tried at law in 1791, the year when the
Seventh Amendment was ratified.83 If not, the Court would ask
whether the cause of action was analogous to one that was tried
at law at that time. 4 In Markman, the Court concluded that

80. Id.
81. This is, of course, fully conjecture on the author's part. Considering,

however, that the trial was concluded in 1991, and the appeal ordered reheard en
banc in November of 1993, it is not unlikely that there was a good deal of argument
among the judges before the CAFC opinion was finally published in April 1995. See
Markman, 52 F.3d at 970 n.1; Markman v. Westview Instruments, 772 F. Supp. 1535
(E.D. Pa. 1991).

82. Markman v. Westview Instruments, Inc., 116 S. Ct. 1384, 1389 (1996).
83. Id.
84. Id.
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because patent infringement was traditionally a legal cause of
action, "there is no question that infringement cases today must
be tried to a jury, as their predecessors were more than two
centuries ago.""5

The Court's second inquiry, whether the particular issue of
claim construction in an infringement action is triable to a jury,
was not so easily resolved." The Court stated that where the
history of the cause of action itself provides no clear answer as to
whether a particular issue has traditionally been tried to a jury,
the Court "is forced to make a judgment about the scope of the
Seventh Amendment guarantee without the benefit of any fool-
proof test." 7  According to the Court, the history of patent-
infringement trials prior to 1791 does not provide any clear
answers as to whether claim construction was traditionally a jury
issue.88 Consequently, the Court was forced to employ a different
test to determine the scope of the Seventh Amendment's guaran-
tee here. 9

In general, the Court stated that the answer to this inquiry
"must depend on-whether the jury must shoulder this responsibil-
ity as necessary to preserve the 'substance of the common-law right
of trial by jury."'9  The Court admitted, however, that "the
substance of the common-law right" is a fairly nebulous concept
that is hard to define in practice."s Thus, the Court has tried to
delimit this right in various contexts.9" For example, the Court
has previously defined the distinction as one between substance
and procedure93 or between law and fact.94 Curiously, however,

85. Id.
86. Id.
87. Id.
88. Id. at 1389, 1390-92. The Court concluded that patents did not even include

claims in 1791. Id. at 1390. Rather, the scope of a patent's protection was defined by
its specification. Id. Therefore, at the time in question, neither judge nor jury
interpreted claim language. Id.

89. Interestingly, this difficulty will only arise where the elements of a cause of
action have changed since 1791 or where the cause of action was not in existence at
that time. Otherwise, one would expect history to provide a direct answer.

90. Markman, 116 S. Ct. at 1390 (quoting Tull v. United States, 481 U.S. 412,
426 (1987)).

91. Id.
92. Id.
93. Id. (citing Galloway v. United States, 319 U.S. 372, 390-92 (1943) and

Baltimore & Carolina Line, Inc. v. Redman, 295 U.S. 654, 657 (1935)).
94. Id. (citing Baltimore & Carolina Line, Inc. v. Redman, 295 U.S. 654, 657

(1935) and Exparte Peterson, 253 U.S. 300, 310 (1920)).
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the Court shunned these established tests and instituted what
appears to be a new analytical framework.

The Court stated that "the sounder course, when available,
is to classify a mongrel practice (like construing a term of art
following receipt of evidence) by using the historical method."95

Further, the Court stated that where no direct antecedent exists,
it will search for historical analogies to the present issue to
determine whether the particular issue would have been tried at
law or equity in 1791.9 Although this "historical-analogy" test is
familiar in that it has traditionally been used to determine if a
cause of action as a whole is one that is included within the
Seventh Amendment guarantee, the Court cited no support for
the use of this test to determine if a particular issue within a
cause of action is triable to a jury. 7

The only cases cited by the Court in this context are related
either to the question of whether a procedural mechanism can be
employed that would effectively override a decision of the jury or
to the issue of whether a cause of action as a whole is within the
guarantee of the Seventh Amendment.98 For example, the Court
cited Baltimore & Carolina Line, Inc. v. Redman,99 in which it
held that a trial court could, consistent with the Seventh Amend-
ment, reserve ruling on the legal question of whether the evidence
was sufficient to support a verdict until after the jury returned its
verdict. The Court stated that because this practice was in force
when the Seventh Amendment was adopted, the Seventh
Amendment presented no bar.1" However, Redman simply does
not support the Court's decision in Markman to use a historical-
analogy test to evaluate the issue of claim construction.

Redman involved the procedural timing issue. By contrast,
Markman addressed the allocation of an important and substan-
tive issue between judge and jury. There was no question in
Redman that the judge (not the jury) would rule on the legal
sufficiency of the evidence. The only question was when she

95. Id.
96. Id. This is not particularly surprising. If history provided a direct answer

as to whether a particular claim was traditionally tried to a jury in 1791, the Court
would not have been forced to use an "alternative" test in the first place. See supra
notes 87-89 and accompanying text.

97. See 116 S. Ct. at 1390.
98. Id.
99. 295 U.S. 654 (1935).
100. Id. at 660.
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would do so. Further, in Redman, the history that the Court did
rely on in making its decision was direct as opposed to analogous.
The Court stated that the practice of reserving ruling on the
sufficiency of evidence was well established in 1791, and,
therefore, it did not offend the Seventh Amendment. 0 1 Absent
such direct history, the Court in Redman surely would have relied
on what (at least at that time) it deemed the critical distinction
for Seventh Amendment analysis: "The aim of the Amendment
. . . is . . . particularly to retain the common-law distinction
between the province of the court and that of the jury, whereby
... issues of law are to be resolved by the court and issues of fact
are to be determined by the jury."'12

The other two cases cited by the Court in this context are
equally unhelpful. Dimick v. Schiedt °3 addressed whether a
judge could threaten to grant a plaintiff's new trial motion
to obtain the defendant's consent for the increase of otherwise
legally insufficient damages awarded by a jury. Again, using
direct historical evidence, the Court concluded that the judge did
not have such power.' 4 Moreover, Tull v. United States, '°the
only other cited case, held that a violation of the Clean Water Act
was analogous to a legal action in 1791 and that the Seventh
Amendment guarantee thus applied. 06 As discussed above,
however, until Markman the Court had traditionally employed
different Seventh Amendment tests for causes of action than for
particular issues within those actions. Thus, Tull is also inappo-
site.

Given the lack of precedent for its rationale, it is important
to consider why the Court would want to avoid the more estab-
lished law/fact test.' 7 Unfortunately, the Court provided little
guidance, stating only that it was the "sounder course.' 0° One
might question, however, whether it really was the sounder
course or just the course that allowed the Court to reach its

101. Id.
102. Id. at 657.
103. 293 U.S. 474 (1935).
104. Id. at 477, 482.
105. 481 U.S. 412 (1987).
106. Id. at 420.
107. This is especially true given that the Court eventually concluded that the

historical-analogy test did not yield a definite answer. See infra note 115 and
accompanying text.

108. Markman, 116 S. Ct. at 1390.



IN JURIES WE DO NOT TRUST

desired result. Clearly the law/fact test would have presented the
Court with a more difficult task. As discussed, the interpretation
of patent claims often involves a variety of activities that could
easily be construed as fact-finding. 109 From a public-policy
perspective, however, the Court's clear desire was ultimately to
characterize claim construction as an issue for the court. 10

Implementing the historical-analogy test made that desire easier
to realize.

Perhaps, however, the Court was convinced that the law/fact
distinction simply would not be much help in trying to classify a
"mongrel practice" like claim construction."' Assuming that the
Court's reference to a "mongrel practice" refers to a mixed
question of law and fact, the use of the historical-analogy test still
does not make sense. Arguably, the law/fact test would be more
appropriate because it would be more amenable to yielding a
"mongrel answer." As recognized by the CAFC prior to Markman,
in some trials the claims at issue will be legally clear, and in
others they will not, thus requiring the evaluation of extrinsic
evidence.' Would it not, therefore, be more appropriate to use
a test that could account for such varied situations?

Had the Court employed the law/fact test, it could have
fashioned a rule much like the one that existed pre-Markman:
Claim construction is a question of law when the meaning of the
claims is clear, but when the meaning of the claims is in dispute
and extrinsic evidence must be weighed, claim construction is a
question of fact." 3 In contrast, the historical-analogy test is not
so flexible. Rather, the Court would seem to be forced to catego-
rize the issue as analogous to a question that was decided in 1791
either by a judge or by a jury, with no middle ground."1 4

Despite its drawbacks, the Court chose to apply the
historical-analogy test; yet the Court was still unable to classify
definitively claim construction as matter for the court.1 15 The
Court stated that the closest analogy to claim interpretation in

109. See supra notes 63-65 and accompanying text.
110. See Markman, 116 S. Ct. at 1395-96. This will be discussed more fully. See

infra notes 122-132 and accompanying text.
111. See Markrnan, 116 S. Ct. at 1390.
112. See supra note 43 and accompanying text.
113. Id.
114. Admittedly, this assumes that there were no analogous issues in 1791 that

were sometimes allocated to the court and sometimes to the jury.
115. Markman, 116 S. Ct. at 1393.
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1791 was the construction of patent specifications, which, it
concluded, was generally performed by judges and not juries.116

In spite of this conclusion, the Court did not rest its decision on
its historical analysis." 7 Instead, the Court stated that because
history does not show a practice of allocating claim construction
to juries, precedent and the relative skills of judges and juries
must also be considered.1' 8 Perhaps the Court was not entirely
convinced with its own historical analysis.

The Court thus proceeded to analyze its own precedent in
this area, including its post-1791 cases. 9 Again the Court
concluded that its precedent indicated that judges and not juries
were traditionally charged with the task of construing claim
language. 2 ' As with its historical analysis, however, the Court
refused to rest its decision on its discussion of precedent. 2'
Rather, the Court turned to what would appear to be the only
basis for the decision about which it was confident.

The Court reasoned that "[w]here history and precedent
provide no clear answers, functional considerations also play their
part in the choice between judge and jury to define terms of
art."'22 The Court proceeded to conclude rather summarily that
judges are better suited to perform claim constructions than are
jurors. 2 ' In particular, the Court advanced three rationales for
its conclusion. First, the Court stated that judges, due to their
"training and discipline" are more likely than juries to interpret
correctly the claims.'24 To the extent that the Court suggested

116. Id. at 1391-92.
117. Id. at 1393.
118. Id.
119. Id. at 1393-95.
120. Id. This was, however, by no means a simple task for the Court. Markman

had cited two cases that, at least inferentially, appeared to support the use of juries
to define patent terms. Id. Nevertheless, the Court distinguished the cases and
refused to give them weight. Id.

121. Id. at 1395.
122. Id. Interestingly, the Court cited Miller v. Fenton, 474 U.S. 104 (1985), as

support for its use of policy considerations in its analysis. Miller employed the
law/fact distinction that the Court here worked so hard to avoid. 474 U.S. at 114
(stating that when an issue "falls somewhere between a pristine legal standard and
a simple historical fact, the fact/law distinction at times has turned on a
determination that, as a matter of the sound administration of justice, one judicial
actor is better positioned than another to decide the issue in question").

123. Markman, 116 S. Ct. at 1395-96.
124. Id. at 1395 (citing Parker v. Hulme, 18 F. Cas. 1138, 1140 (C.C.E.D. Pa.

1849) (No. 10,740)).
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that judges are more skilled than typical jurors at construing
written instruments, it is clearly correct. Judges construe written
instruments for a living. It may be incorrect, however, to assume
that judges will be any more adept than jurors at understanding
the technology underlying patents.'25

Second, the Court suggested that judges will be better able to
construe the meaning of unclear claim terms because judges are
charged with interpreting the patent as a whole.'26 Therefore,
judges will be in a better position to maintain the internal
coherence of the patent.'27 Although the Court acknowledged that
it will sometimes be necessary to weigh the credibility of two
experts whose divergent opinions are equally consistent with the
internal structure of the patent, it concluded that in most cases
only one construction of claim terms will be consistent with the
remainder of the document. 28 Thus, the Court maintained that
the traditional strengths of a jury, such as the ability to evaluate
demeanor and credibility, are not as important as the interpretive
skills of judges. 2 ' Such reasoning is not persuasive.

If, as the Court suggests, most cases involve claims that can
only be interpreted in one manner in order to maintain the
internal coherence of the patent, the claims involved in those
cases would have been construed by the court even under pre-
Markman case law. If only one interpretation of the claims is
reasonable, then everyone would agree that the claims should be
construed as a matter of law. The harder issue is who should
construe the claims when more than one interpretation is
reasonable. As to that question, the Court's reasoning here has
little relevance.

Finally, the Court cited a need for "uniformity in the treat-
ment of a given patent as an independent reason to allocate all
issues of construction to the court."'"3 Specifically, the Court
reasoned that if claims were construed as a matter of law, that

125. In many patent cases, the technical issues involved will be so complicated
that any nonspecialist will have difficulty comprehending them. For a discussion of
the possible use of special juries or specialized judges in patent cases, see infra part
II.E.

126. Markman, 116 S. Ct. at 1395-96.
127. Id. The author assumes that this refers to the requirement that the claims

be supported by adequate disclosure in the specification.
128. Id. at 1395.
129. Id.
130. Id. at 1396.
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construction would receive at least some deference in later
proceedings involving the same patent.'' Therefore, a patentee
who sues a series of alleged infringers would not have to relitigate
the meaning of the claims in each successive case. 132  The
question arises, however, whether that effect does not create more
problems than it solves.

For example, assume that a patentee plans to sue a series of
alleged infringers separately. The trial judge in the first case will
undoubtedly be inclined to define the claims in terms applicable
to the allegedly infringing product at issue in that case. Assume
also that the product at issue in the second case is different from
the product at issue in the first. If the second trial judge is bound
by the first judge's definition (as Markman indicates), the second
judge may be forced to apply a claim construction that simply
does not make sense in relation to the second product.

It seems more likely that the trial judge in the first case will
not attempt to give an exhaustive definition of claim terms.
Rather, she will probably define the claims only as far as neces-
sary to remove any ambiguity in the case before her. 33 Except
where the same precise issue arises in subsequent litigation
against another infringer, that type of piecemeal, "define-as-you-
go" construction leaves patentees in essentially the same position
as before Markman, when juries were typically deciding claim
construction.

34

In addition, the prospect of defining claims once for a string
of potential lawsuits may lead patent owners to sue the economi-
cally weakest infringer first because that party will not have the
resources to litigate claim construction to the hilt, and the
patentee may be able to sway the judge into a favorable claim
construction. It may also lead to other possible infringers seeking

131. Id.
132. Id.
133. See Bradley, supra note 7, at 29. For example, a judge in the first case may

define certain claim elements as including certain aspects of the allegedly infringing
device without seeking comprehensively to rewrite the claims.

134. It would appear that the Supreme Court itself was not entirely confident
that characterizing claim construction as a matter for the court would necessarily
preclude the need for separate claim interpretations in subsequent cases. This is
illustrated by the Court's unusually equivocal discussion of this issue: "[T]reating
interpretive issues as purely legal will promote (though it will not guarantee)
intrajurisdictional certainty through the application of stare decisis on those
questions not yet subject to interjurisdictional uniformity under the authority of the
single appeals court." Markman, 116 S. Ct. at 1396.
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to intervene in the first suit to ensure that the claim construction
arrived at is favorable to their causes. Hopefully, the Court's
suggestion in Markman will not be taken so literally, and district
courts will not blindly apply claim constructions from one
litigation to the next.

Thus, it would appear that the only completely defensible
rationale for requiring judges rather than jurors to construe
claims is that judges have more experience interpreting written
instruments. This raises the question whether such a rationale
justifies the Court's loose constitutional analysis or the significant
impact that its decision will have on patent trials. Curiously, the
Court did not explicitly consider any negative practical effects
that its decision might have on patent trials. 3 ' Nor are there any
concurrences or dissents challenging the Court's reasoning. Thus,
it is not clear whether the Court simply did not believe there were
any likely negative effects to its decision or whether it did not feel
the need to discuss them. Regardless, for those who must live
with the aftermath of Markman, the effects will be considerable,
and they must be addressed.

D. Practical Effects of Markman

It would be difficult to overestimate the effect of Markman on
patent trials. First, it will almost assuredly increase the fre-
quency of summary judgments in favor of defendants. Prior to
Markman, it was uniformly held that a trial court could enter
summary judgment of noninfringement so long as no underlying
issues of fact existed. 3 ' After Markman, there are simply fewer
"facts" that can be in dispute to preclude summary judgment.

Arguably, Markman may increase the frequency of summary
judgments in favor of either party. Once the claims are defined,
it may seem clear that the accused product or process either does

135. It is also interesting that the Court made no reference to any of the
reasoning advanced by the CAFC majority below. Although the brevity of its opinion
and heavy reliance on policy to affirm the CAFC's result might indicate some
deference by the Court to the experience of the CAFC judges, the Court was
apparently not persuaded by the reasoning of the court below.

136. See, e.g., Townsend Eng'g Co. v. Hitec Co., 829 F.2d 1086, 1089 (Fed. Cir.
1987) ("Although infringement, either literal or under the doctrine of equivalents, is
a question of fact, '[s]ummary judgment is as appropriate in a patent case as in any
other' where no genuine issue of material fact is present .. ") (alteration in original)
(citation omitted).
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or does not infringe the patent. However, given that the plaintiff
has the burden of showing that each element of a claim is
included in the accused product or process while the defendant
need only show that one element is missing, Markman would
seem to favor defendants on summary judgment.

Perhaps more importantly, considering how detail oriented
claim interpretation generally is, even if a patent owner survives
summary judgment, he will likely not feel confident about a
favorable jury verdict when de novo review is looming. Patent
claims are subject to a wide variety of interpretations based on
amorphous information such as the prosecution history (i.e., what
did the patent owner concede was not covered by the claims in
trying to get the patent allowed), the specification (i.e., what in
the written description of the invention correlates to specific
elements of the claims), and expert testimony (i.e., what would
one of ordinary skill in the art interpret the claims to mean).
Given the considerable detail involved in weighing all that
relevant evidence, it seems unlikely that any two judges would
interpret claims exactly the same way. In essence, a plaintiff will
have to win two trials-one in district court and one in the CAFC.

As a result, the CAFC will now have considerable power to
decide patent-infringement cases at the appellate level. Most
district court judges do not have a great deal of patent-related
experience. The chances are not good, therefore, that a district
court judge will interpret complex patent claims in precisely the
manner as the specialized judges of the CAFC. Thus the CAFC,
unconstrained by a deferential standard of review, will likely
overrule claim constructions with some regularity.

Once the CAFC overrules the construction patent claims, it
has two options. First, it can remand the case for a new trial
pursuant to its construction of the claims. Obviously, this would
require the repetition of what is often a lengthy, complicated, and
expensive trial. Second, the CAFC can decide as a matter of law
that one party wins under its interpretation of the claims. The
CAFC has already shown a willingness to exercise this option,
even in a close factual case.'37 In either event, the CAFC will
have nearly untrammeled discretion to influence significantly the
outcome of patent-infringement trials by deciding de novo what

137. See infra part IV.B.
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the patent claims cover. Thus, it hardly seems anymore that the
district court trial will be the "main event. 138

Clearly all of the esteemed judges of the CAFC and justices
of the Court are interested ultimately in the fair dispensation of
justice in patent trials, and many members of the patent bar
would agree that the patent trial system simply does not work
well with the extensive involvement of unsophisticated juries and
unspecialized trial judges." 9 Perhaps allowing the experienced
judges of the CAFC to have power essentially to decide patent
cases without the burden of a clearly erroneous standard of
review will result in more accurate judgments. Even assuming
that Markman can be defended on constitutional grounds,
however, it would still appear that it was not a good idea.

Given the Court's emphasis on public policy in Markman, it
would appear the Court could have constitutionally defended an
opposite result had it been convinced that public policy demanded
it. Apparently, it was not so convinced. To some extent, the
Court was presented with a Catch-22. By characterizing claim
construction as a question of law so that the specialized CAFC
judges could make key decisions, the Court upset the balance of
the civil trial system by allowing broad appellate review.
However, if it had characterized claim construction as a question
of fact in order to guarantee a firm and meaningful result at the
trial level, it would have been stuck with the existing system in
which confused, unspecialized juries were often simply guessing
at the right answer. 4 ° Neither option was particularly attractive.
The Court evidently decided that the former was more tolerable
and shaped its constitutional analysis accordingly.

The critical issue, however, is whether the Court made the
correct choice-whether Markman causes more harm than good.
Given the considerable problems Markman creates in the balance
of the civil trial system, it would appear that the Court made a
poor choice. In fact, the language of the opinion gives no indica-
tion that the Court even considered the negative practical

138. See supra note 12 and accompanying text.
139. See supra note 4 and accompanying text.
140. Judging from the conclusory nature of the Court's public-policy discussion,

however, one wonders whether the Court even considered this conundrum to exist.
As discussed earlier, there is no mention in the opinion of any negative effects that
the Court perceived with regard to requiring judges to construe claims solely as a
matter of law.
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consequences of its decision.' Unfortunately, the Court's failure
to discuss those consequences does not make them any less
significant.

Perhaps Congress will implement another, more attractive
solution.

E. Congressional Remedies in the Wake of Markman

In spite of the Supreme Court's decision in Markman,
problems with the patent litigation system will persist. As
discussed, because claim construction will now be regarded as a
matter of law subject to de novo review, the trial will be robbed of
its traditional importance and relative finality. Congress can and
should, however, take certain measures to alleviate such prob-
lems.

1. Specialized Article I Courts

For example, Congress could create a specialized Article I
court for patent-infringement trials. Given the tremendous-power
that a trial judge will wield after Markman, it would be wise to
follow the lead of the bankruptcy courts and ensure that a trial
judge who is well versed in the law and subject matter of patents
conducts the trial. Unfortunately, even if a specialized trial judge
is employed, the CAFC would still have de novo review because
claim construction would be a question of law. Consequently, the
trial still might not be the "main event." However, if qualified
trial judges rendered claim constructions, then despite its de novo
review standard, the CAFC would perhaps be more likely to give
deference to the lower court.

2. Special Juries

Congress has the power to create an even more effective
remedy. Specifically, Congress could authorize (and perhaps
mandate) the use of "special juries" in patent cases. In order to
implement effectively special juries in patent cases, however,
Congress must override the Court's decision in Markman and

141. See supra text accompanying note 135; supra note 140 and accompanying
text.
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create a statutory right to a jury trial on the issue of claim
interpretation. Fortunately, Congress has the power to do so."'
In many ways, the use of special juries would be preferable to the
creation of a specialized Article I court; it would almost certainly
be less constitutionally troubling.

Part of the problem with the current jury system is that
many educated people are routinely excused from jury service. 4 '
Consequently, the pool from which the jury is eventually picked
generally contains less than a fair representation of highly
educated people. Presumably, jurors with more extensive
educations would be better equipped to deal with complex issues
in a trial because they are more likely to be adept at learning and
applying new principles to complicated subjects."' Therefore, it
may be advantageous in complex cases to permit only jurors of a
certain educational standing to serve.

There is some question, however, as to how one would define
the level and type of education necessary to be a qualified juror
in a complex patent case. Certainly, the most administratively
feasible solution would be to require only that a juror have a
degree from an accredited post-secondary school. That would
result in a generalist jury comprised of people who had all been
taught, at least to some degree, to think critically.

Perhaps, however, it would be advisable to be more selective.
Choosing jurors by education only may end up excluding a wide
range of potential jurors who do not have formal education but
possess the practical knowledge necessary to make informed
decisions about patents in certain technologies. In addition, such
education-only qualification would include certain jurors who, by
virtue of their particular predilections, have no interest or
aptitude for technology whatsoever. Perhaps, then, education

142. See CHARLES A. WRIGHT, THE LAW OF FEDERAL COURTS § 92, at 653 (5th ed.
1994) ("Congress has given a right to jury trial in certain matters not within the
Seventh Amendment, and it seems quite settled that there is no constitutional right
to a nonjury trial outside the Seventh Amendment.") (citing Beacon Theatres, Inc. v.
Westover, 359 U.S. 500 (1958)).

143. See, e.g., United States v. Van Scoy, 654 F.2d 257, 262-63 (3d Cir. 1981)
(stating that professionals such as doctors, dentists, and lawyers may constitutionally
be excused from jury duty for cause); United States v. Goodlaw, 597 F.2d 159, 161
(9th Cir. 1979) (stating the same).

144. See William V. Luneburg & Mark A. Nordenberg, Specially Qualified
Juries and Expert Nonjury Tribunals: Alternatives for Coping with the Complexities
of Modern Civil Litigation, 67 VA. L. REv. 887, 947-48 (1981) (analogizing the learning
methods of a college student to those of a juror).
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level could be used as a starting point for choosing a jury pool,
subject to motions to amend the relevant qualifications in
particular cases. 45

One might ask why a court would not simply empanel a jury
of experts in the particular technical field of the patent. Several
considerations militate against the use of such expert panels.
First, it may be practically impossible to gather a jury of twelve
experts for each complex, and often lengthy, trial. Second, if the
jurors are too qualified in a particular field, they may lose their
objectivity. Because of their extensive knowledge of the subject
matter, they may be more prone to believe that an invention is
"obvious" and that the patent should be invalidated. In addition,
they may be more inclined to view certain alternatives as "equiva-
lents" under the doctrine of equivalents. In that sense, it may be
more difficult for expert jurors to put themselves in the shoes of
one of "ordinary skill in the art," as is often required to evaluate
validity and infringement. 146

In the end, the details of how to choose special juries would
have to be worked out in Congress. It seems clear, however, that
no matter how special juries are chosen, they would be preferable
to either the old system or the characterization of claim construc-
tion as a matter of law espoused in Markman. The next question,
therefore, is whether Congress can constitutionally implement
special juries should it choose to do so.

Unlike the constitutional difficulty of Markman, where the
jury is entirely excluded from consideration of arguably factual
questions, the issue here is whether the Seventh Amendment
permits use of this type of jury in complex cases.1 47 The Supreme
Court has never explicitly recognized an exception to the Seventh

145. For example, in certain cases a judge may decide that it is important to
include jurors who possess certain life experiences, regardless of their formal
education.

146. In addition, experts in a particular field might have something to gain by
narrowly construing a patent that would otherwise restrain competition in their
particular area of expertise. One might expect, however, that such conflicts of
interest would be discovered during voir dire.

147. Initially, one might ask whether the Seventh Amendment would have any
remaining relevance here at all. After Markman, the right to a jury trial, if any,
would arise here via congressional statute, not through the Seventh Amendment. It
is assumed for the purposes of this Comment, however, that whatever requirements
are imposed by the Seventh Amendment on the selection ofjuries in civil trials apply
with equal force to jury rights created by statute.
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Amendment for complex cases. In Ross v. Bernhard,148 however,
the Court did state that one factor to be considered in determin-
ing the legal or equitable nature of a claim for Seventh Amend-
ment purposes was "the practical abilities and limitations of
juries."'149 Some commentators interpreted that statement to
raise the possibility of a complexity exception to the Seventh
Amendment. 0 The Court has since made it clear, however, that
its comment in Ross was limited to consideration of the proper
role of juries in administrative proceedings. 5' Nevertheless, the
Court in Markman as much as admitted that its decision to make
claim construction a matter of law exclusively for the court was
based in large part on its perception of the relative practical
abilities of judges and jurors." 2

Assuming that there is no complexity exception, one must
consider (1) whether the Seventh Amendment requires that a jury
in a civil trial be drawn from a fair cross section of the commu-
nity, and, if so, (2) whether the Seventh Amendment prohibits
exclusion of less educated or underqualified jurors. As to the first
inquiry, the Supreme Court has held that the Sixth Amendment
demands that a jury be drawn from a fair cross section of the
community in criminal cases.'53 The Court has never explicitly
applied that same cross-section requirement to the Seventh
Amendment. This may result from the existence of a federal
statute that explicitly makes the fair-cross-section requirement
applicable to civil trials.5 4 The Court has, however, held that the
Seventh Amendment is not essential to due process and, unlike
the Sixth Amendment, is therefore not applicable to the states. 55

Thus, Seventh Amendment standards may not be as stringent as
Sixth Amendment standards. Consequently, Congress may be
able to eliminate the fair-cross-section requirement in civil trials
simply by amending its own statute.

148. 396 U.S. 531 (1970).
149. Id. at 538 n.10.
150. See, e.g., Richard 0. Lempert, Civil Juries and Complex Cases: Let's Not

Rush to Judgment, 80 MICH. L. REV. 68, 76-80 (1981).
151. Granfinanciera, S.A. v. Nordberg, 492 U.S. 33, 42 n.4 (1989); see also

WRIGHT, supra note 142, at 658-59.
152. See 116 S. Ct. at 1395-96.
153. Taylor v. Louisiana, 419 U.S. 522, 527 (1975).
154. See 28 U.S.C. § 1861 (1994).
155. See Walker v. Sauvinet, 92 U.S. 145 (1875).
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Even if the fair-cross-section requirement is constitutionally
mandated in civil trials by the Seventh Amendment, the use of
special juries for complex patent cases would likely not constitute
a violation. Borrowing from Sixth Amendment law, in order to
prove a violation of the fair-cross-section requirement, an objector
would need to show (1) that a "distinctive" group in the commu-
nity had been excluded, (2) that the group's underrepresentation
was not fair and reasonable, and (3) that the underrepresentation
resulted from a systematic exclusion. 5 ' Such a challenge here
would fail the first two elements of the test.

The less educated do not form a "distinctive" group in any
sense that the term has been employed by the Supreme Court in
this area. Challenges based on the fair-cross-section requirement
have focused almost exclusively on questions of race, age, and
gender.'57 Perhaps more importantly, exclusions made in the
patent context would be fair and reasonable. The Supreme Court
has permitted the exclusion of persons who are adverse to the
death penalty in capital cases because such persons would be
substantially impaired in performing their duties.' By the same
token, jurors who do not have the education or knowledge
necessary to perform their duties adequately should be excludable
from complex patent cases.

Regardless of the constitutionality of special juries in patent
cases, courts cannot employ them without congressional action. 59

Perhaps the CAFC and the Court grew tired of waiting for such
action and decided to fashion the best judicial solution to the ills
of the patent trial system. Unfortunately, Markman may
discourage congressional action to implement special juries
because the question of claim construction will be a question of
law for the court. Therefore, in order to implement effectively
special juries, Congress not only would have to create the special-
jury system, it would also have to overrule expressly the Supreme
Court's unanimous decision in Markman. Fortunately, Congress

156. Duren v. Missouri, 439 U.S. 357, 364 (1979); Taylor v. Louisiana, 419 U.S.
522 (1975).

157. See, e.g., Duren, 439 U.S. 357 (holding that the systematic exclusion of
women is unconstitutional); Castaneda v. Partida, 430 U.S. 482 (1977) (holding that
the exclusion of Mexican Americans is unconstitutional); Hamling v. United States,
418 U.S. 87 (1974) (stating that young adults are not a distinctive group).

158. Witherspoon v. Illinois, 391 U.S. 510 (1968).
159. Presumably, 28 U.S.C. § 1861 (1994) would prohibit such judicial action.

See supra note 154 and accompanying text.
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has shown a willingness to reverse the Court when Congress has
determined that such action was warranted.16 °

The advantage of using special juries over the Markman
approach and/or over the creation of a specialized Article I court
is that it would allow the central decision-making to remain at
the trial level. Thus, the use of special juries would increase the
sophistication of the fact finder without upsetting the balance of
power between the trial and appellate courts. In that regard, the
legislative reversal of Markman and the implementation of
special juries by Congress may be the ideal course of action.

III. SPECIALIZED EVIDENCE-PRESENTATION REQUIREMENTS:
REACHING THE DOCTRINE OF EQUIVALENTS

As discussed, unless Congress reverses Markman by statute,
the trial judge and the CAFC will have significant power to
determine the outcome of a literal infringement case. A suit
brought under the doctrine of equivalents ("Doctrine"), however,
will still involve significant questions of fact for the jury.
Specifically, in a recent seven-to-five decision, the CAFC decided
.that infringement under the Doctrine, including a determination
of equivalents of the claimed invention, is a matter to be submit-
ted to the jury.161 Therefore, it will be more difficult for trial
judges to grant summary judgment on a claim of infringement
under the Doctrine. In addition, jury verdicts under the Doctrine
will only be reviewed for lack of substantial evidence to support
them or for prejudicial error in the jury instructions. 2

Therefore, although Markman's allocation of claim construc-
tion to the court does allow the trial judge (and the CAFC) to set
one half of the equivalence equation as a matter of law, the jury
is still free to decide the other half (i.e., what constitutes an

160. For example, in 1948 Congress reenacted the Anti-Injunction Act, which
expressly overruled Toucey v. New York Life Insurance Co., 314 U.S. 118 (1941).
ERWIN CHEMERINSKY, FEDERAL JURISDICTION § 11.2.1, at 643 (2d ed. 1994).

161. Hilton Davis Chem. Co. v. Warner-Jenkinson Co., 62 F.3d 1512, 1522 (Fed.
Cir. 1995), cert. granted, 116 S. Ct. 1014 (Feb. 26, 1996) (No. 95-728). This discussion
assumes that Hilton Davis will be affirmed by the Supreme Court. If the Court
decides that the Doctrine is an equitable creation that is only applicable at the
discretion of the trial judge, obviously the trial judge will have significant power to
control the outcome of patent-infringement cases under the Doctrine as well.

162. Id.
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equivalent to a claimed element)." 3 Judge Plager of the CAFC
has lamented: "[T]he reality is that the doctrine of equivalents is
a virtually uncontrolled and unreviewable license to juries to find
infringement if they so choose.' ' 4 At least some judges on the
CAFC, however, have managed to rein in the discretion of juries
even under the Doctrine.

The elements of proof of infringement under the Doctrine are
well established. In Graver Tank & Manufacturing Co. v. Linde
Air Products Co.'65 ("Graver Tank"), the Supreme Court stated
that to prove infringement under the Doctrine a patent holder
must show that the allegedly infringing product or process
(1) performs substantially the same function, (2) in substantially
the same way, (3) to achieve substantially the same results as the
claimed and patented invention."6 The Court made no reference
to any specialized procedures necessary to prove those elements.
In fact, the Court stated that "equivalence, in the patent law, is
not the prisoner of a formula."' 7

Contrary to this directive from the Court, through a series of
cases over the past decade, the CAFC has effectively required a
specialized presentation of evidence at jury trials for each of the
Graver Tank elements. Malta v. Schulmerich Carillons, Inc.6 '
("Malta") was the last and most illustrative of that series of cases.
Malta apparently resulted from the now-familiar belief that juries
cannot be expected to make intelligent inferences and decisions
in patent cases. Therefore, the Malta court mandated that juries
essentially be spoon-fed all of the information they need to decide
a case brought under the Doctrine. 69

Arguably, given the general consensus that juries are often
overwhelmed by the complexity of a patent trial, Malta sets forth
a relatively harmless procedural rule. Malta and its predeces-
sors, however, have created a problem for plaintiffs in patent-

163. In other words, the court under Markman can define the literal circle of
protection afforded by the patent claims, but it cannot control tightly the amount by
which the jury will stretch that circle under the auspices of the Doctrine. See supra
part I.A.

164. Hilton Davis, 62 F.3d at 1538 (Plager, J., dissenting).
165. 339 U.S. 605 (1950).
166. Id. at 608. This will generally be referred to as the "function," "Way," and

"result" test.
167. Id. at 609.
168. 952 F.2d 1320 (Fed. Cir. 1991).
169. Id. at 1327.



IN JURIES WE DO NOT TRUST

infringement trials. As will be discussed, the specialized eviden-
tiary requirements effectively mandate a repetition of evidence
during the trial on the issues of literal infringement and infringe-
ment under the Doctrine.17 ° Thus, plaintiffs may either follow the
presentation requirements set forth in Malta and risk boring and
alienating the jury or attempt to avoid those requirements and
risk the CAFC overturning a favorable jury verdict. In addition,
since the Malta decision in 1991, the different panels of the CAFC
have been inconsistent in their application of the new evidence-
presentation requirements. 1'

Malta is also indicative of another problem. The majority in
Malta effectively ignored several time-tested rules of procedure
in reaching its result. Perhaps, given the CAFC's expertise in
patent law, it should be given latitude in creating specialized
procedural rules for patent trials and appellate review. However,
if the CAFC is going to change the rules, it should do so forth-
rightly and without retroactive application. In Malta, the
majority did neither. In the end, one may wonder if the CAFC
would have ever bothered to change the rules had it any signifi-
cant confidence in the abilities of juries.

A. Precedent Cited by Malta

Malta is based ostensibly on two previous CAFC decisions:
Nestier Corp. v. Menasha Corp. -Lewisystems Division72 ("Nestier)
and Lear Siegler v. Sealy Mattress Co. of Michigan73 ("Lear').
Contrary to what the Malta majority contended, Nestier does not
support the propositions for which it is cited, and Lear is an
unjustified extension of the dicta in Nestier.

In Nestier, the trial judge refused to give an instruction to the
jury on the Doctrine because it was never argued as one of the
plaintiff's theories in the case.'74 In fact, the plaintiff's expert
witness, when asked about the Doctrine, simply responded that
it did not apply because there was literal infringement. In
addition, plaintiff's counsel told the judge that the Doctrine was
not a theory in the case and that plaintiff only advocated direct

170. See infra text accompanying notes 217-228.
171. See infra text accompanying notes 229-238.
172. 739 F.2d 1576 (Fed. Cir. 1984).
173. 873 F.2d 1422 (Fed. Cir. 1989).
174. 739 F.2d at 1579-80.
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literal infringement. In spite of these admissions, the CAFC
stated that plaintiff's actions did not require, per se, that the
question of equivalence play no role in the case. 175 Rather, it was
the fact that no evidence on equivalence was ever presented that
precluded the giving of a jury instruction on the Doctrine. 176 The
decision did indicate, in dicta, that a "jury cannot be expected to
be able to make any such determination absent evidence and
argument concerning the doctrine and each of its elements.' 77

There was nothing remarkable about the Nestier decision.
The decision was based on the fact that the plaintiff was trying to
argue a theory of the case on appeal that it had not argued at
trial. The CAFC, however, seized upon this seemingly innocuous
decision to reach a much more significant result in Lear.

In Lear, the CAFC overturned a $2.8 million jury verdict
based on an expanded reading of the Nestier opinion. 178 The
patent at issue was for a box spring assembly. Most of the
testimony elicited by the plaintiff at trial was directed at proving
literal infringement; however, unlike in Nestier, the plaintiff did
not explicitly disavow the Doctrine as an alternative theory of
recovery. 79 Rather, the plaintiff's counsel at least made a brief
reference to the Doctrine in his closing remarks. 8 '

Despite this, the CAFC concluded that Nestier demanded that
a "jury must be separately directed to the proof of each Graver
Tank element."'' Specifically, the court stated that "the fact that
there was evidence and argument on literal infringement, that
may also bear on equivalence, does not satisfy Nestier."'82

Further, the CAFC stated that "absent the proper Graver Tank
context.., a jury is more or less put to sea without guiding charts
when called upon to determine infringement under the
doctrine."'83  Consequently, the "three Graver Tank elements
must be presented in the form of particularized testimony and
linking argument.' 84

175. Id. at 1580.
176. Id.
177. Id. at 1579.
178. See Lear Siegler v. Sealy Mattress Co., 873 F.2d 1422 (Fed. Cir. 1989).
179. Id. at 1426.
180. Id.
181. Id. at 1425.
182. Id.
183. Id. at 1426.
184. Id.
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The court in Lear dismissed the argument that the Nestier
holding was limited to the situation in which a plaintiff explicitly
waives the Doctrine as a theory of recovery.18 While admitting
that the language relied upon "can be considered dicta because
the result would have been the same without it," the court
reasoned that "[n]evertheless, Nestier is binding precedent as to
what Graver Tank implicitly requires.""18 The court concluded
that the true message of Nestier was that

if a jury is to rationally find all three elements of equivalence,
it must be told what evidence establishes the equivalence of
the claimed and accused devices as to each element. Other-
wise, there is too much risk the jury will simply compare the
two inventions as to overall similarity, in violation of Graver
Tank. 187

The Lear court thus perceived no difficulty applying the new

evidence-presentation requirements.

B. The Malta Decision

Malta involved a patent on a new design for handbells of the
sort used in musical performances. ' Handbells are generally
composed of

the bell itself, a handle attached to the closed end of
the bell, and a clapper assembly pivotably mounted
inside the bell and moving in a single plane. At-
tached to one end of the clapper assembly is a gener-
ally circular clapper or striker which, when the
handbell is swung, strikes the bell to ring it."89

Further, it was well known to provide for differing hardnesses
around the periphery of the bell to achieve different tones by
adjusting the clapper assembly to strike different portions of the
bell. Prior to the plaintiff's invention, however, the clapper
assembly could not be adjusted while the bell was being played.
The innovation that was patented was a "detent mechanism

185. Id. at 1427.
186. Id.
187. Id.
188. Malta v. Schulmerich Carillons, Inc., 952 F.2d 1320, 1321 (Fed. Cir. 1991).
189. Id. at 1321.
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which releasably locked the clapper in[to the] desired position"
such that the clapper could be rotated and the tones changed
while the bell was being played. 190

At trial, the jury was given an instruction on both literal
infringement and infringement under the Doctrine. The jury
returned a special verdict finding infringement under the
Doctrine but not literal infringement, and it awarded damages of
$950,000. The defendants moved for judgment notwithstanding
the verdict ("JNOV") based partially on their contention that the
evidence was not sufficient to support an award under the
Doctrine.'91

Approximately seven months after the trial, while the trial
judge was still considering the defendants' motion, the CAFC
decided Lear.192 Relying heavily on that case, the trial judge
granted defendants' JNOV motion, stating that plaintiffs had not
presented "particularized testimony and linking argument" for
each of the Graver Tank elements.' 93

A split panel of the CAFC affirmed the trial judge's grant of
JNOV based primarily on an expansive reading of Lear.' The
court stated that the plaintiffs failed to elicit testimony explain-
ing why each of the three Graver Tank elements was satisfied. 9

Consequently, the jury was more or less "'put to sea without
guiding charts,"' which was purportedly the situation Lear sought
to prevent. 9

The Malta court was specifically concerned with one claim
limitation in the patent at issue. The claims included a limitation
of "buttons" positioned around the outer periphery of the bell.
The buttons were made of materials of differing hardnesses that
produced distinct tones when struck by the clapper. Each
defendant contended that its bells had no equivalent to the
buttons and, therefore, did not infringe the patent. 197

190. Id. at 1322.
191. Id. at 1324.
192. Id.
193. Id.
194. See id. at 1328.
195. Id. at 1327.
196. Id. (quoting Lear Siegler v. Sealy Mattress Co., 873 F.2d 1422, 1426 (Fed.

Cir. 1989)).
197. Defendants' bells instead used "striking surfaces" comprised of the same

material and including slots of various sizes in the bell behind the striking surfaces,
thereby producing different tones when struck. This was a well-known alternative
to the "buttons" appearing in the plaintiff's claims. Id. at 1337.
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The majority held that the plaintiffs' conclusory statements
that the accused device included "buttons or the equivalent
thereof" and that it included structures that "function like
buttons" were not enough to meet the evidentiary burden imposed
by Lear.9 ' Rather, the court stated:

While Lear Siegler does not go so far as to require recitation of
the magic words "function," "way," and "result," we think that
it at least requires the evidence to establish what the function,
way, and result of both the claimed device and the accused
device are, and why those functions, ways, and results are
substantially the same.199

Malta also included a strong dissent, which pointed to a
number of errors in the majority's opinion.2 ° The dissent stated
that the majority erred in adding a new requirement to the
Graver Tank test (the "why" element).20 As will be discussed in
subsequent sections, the dissent held the better view.

C. The Wisdom of the Presentation Requirements

The CAFC has stated time and again that patent trials are
subject to the same evidentiary standards as other trials. 2 The
majority clearly contravened this basic rule in Malta, and the
effects of its decision should be disturbing to the patent bar.

It is axiomatic that an appellate court will canvass the record
for evidence, presented in any form, that will support a jury
verdict. Specifically, the CAFC in Malta was under an obligation
to review the entire record in a light most favorable to the
plaintiffs, who had the jury verdict, and determine whether a
reasonable jury could have found for the plaintiffs."3 Instead, the
majority opinion was preoccupied with the manner in which the

198. Id. at 1326-27.
199. Id. at 1327 n.5.
200. Id. at 1331 (Newman, J., dissenting).
201. Id. at 1334.
202. See, e.g., Railroad Dynamics v. A. Stucki Co., 727 F.2d 1506, 1515 (Fed. Cir.

1984) (stating that there is no reason to treat patent cases differently and remove
them from the time-tested rules of procedure used in all other cases); Connell v. Sears
Roebuck & Co., 722 F,2d 1542, 1547 (Fed. Cir. 1983).

203. See, e.g., Lavender v. Kurn, 327 U.S. 645, 653 (1946); Orthokinetics v.
Safety Travel Chairs, 806 F.2d 1565, 1571 (Fed. Cir. 1986); Chuy v. Philadelphia
Eagles Football Club, 595 F.2d 1265, 1273 (3d Cir. 1979).
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evidence was presented. Apparently, the concern was that the
jury would not be able to understand the complicated world of
patent infringement under the Doctrine without a spoon-feeding
by counsel. The dissent appropriately referred to this type of
thinking as "paternalistic" and unwise. °4

The Malta majority stated that Lear does not require the
recitation of any "magic words";20 5 yet, no alternative is apparent
from the language of opinion. In fact, one would be hard pressed
to elicit "particularized testimony and linking argument"20 6 for
each of the three Graver Tank elements without using the "magic
words" of "function," "way," and "result," especially now that such
testimony and argument must explain why each of the elements
is met. Thus, despite its disclaimers, the majority effectively
created a formula for infringement trials under the Doctrine that
must be followed to avoid the type of factual appellate review that
occurred here.

Apparently, no other type of trial is subjected to this kind of
procedural restraint on the manner in which evidence is pre-
sented.0 7  Indeed, one can only imagine an appellate court
overturning a rape conviction because, although the prosecutor
got the defendant to admit that the victim said "no," he did not
explicitly "link" that testimony to the "lack of consent" require-
ment for the crime. Similarly, it is important to note that the
majority never contended that the jury's verdict was not reason-
able.205 Rather, it simply concluded that the jury had been forced
to make certain impermissible inferences based on the evidence
presented, which precluded its verdict from standing.2 9

The majority's rationale for these procedural safeguards was
purportedly to prevent the jury from ignoring the elements of the

204. Malta, 952 F.2d at 1344 (Newman, J., dissenting).
205. Id. at 1327 n.5.
206. Lear Siegler v. Sealy Mattress Co., 873 F.2d 1422, 1426 (Fed. Cir. 1989).
207. This author, at least, could not find any parallel evidence-presentation

restraints in other types of complex cases. That is not to say, however, that other
types of cases do not have some of the same problems with unsophisticated juries.
For example, in ILC Peripherals Leasing Corp. v. International Business Machines
Corp., 458 F. Supp. 423 (N.D. Cal. 1978), the foreman of a deadlocked jury was asked
whether such a complex antitrust case should ever be submitted to a jury. He
responded: "If you can find a jury that's both a computer technician, a lawyer, an
economist, knows all about that stuff, yes, I think you could have a qualified jury, but
we don't know anything about that." Id. at 447.

208. Malta, 952 F.2d at 1327.
209. Id.
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Doctrine and simply comparing the overall similarities of the two
devices.21° This, however, implicitly presupposes that the jury
will not follow the instructions given to it, which is contrary to a
1985 Supreme Court directive that a jury must be assumed to
have followed the court's instructions. 1' Indeed, the phenomenon
of jury nullification is a potential problem at any jury trial. For
example, how many jurors have voted to acquit an accused simply
because "he didn't look like he did it"?

It is even more curious that the CAFC chose to announce its
new rules of presentation, designed to avoid putting juries "to sea
without guiding charts,"2  in two technologically simple cases.
Lear involved bed springs and Malta involved handbells. These
are hardly the types of "high-tech" subjects that might bewilder
a jury, thereby making it easy for plaintiff's counsel to dupe the
jury into comparing overall similarities of the accused and
claimed devices, rather than sticking to the elements of the
Doctrine."'

Indeed, in a concurring opinion in Malta, Judge Michel
suggested that the simplicity of the invention is irrelevant. 214 He
conceded that the requirements set forth in Lear are more
necessary in highly technical cases, but he maintained that the
Lear holding applied equally to all patent-infringement trials
under the Doctrine.21 5 Judge Michel, therefore, seems unwilling

2161twneto let the jury make even minor inferences. One might wonder
whether the Malta majority would require a plaintiff to present

210. Id. Currently, there is some debate over whether the function, way, result
test should be applied between each claim element and each element in an accused
infringer's product or simply between the claim and the overall product. See, e.g.,
Craig Wallace, A Proposed Standard Jury Instruction for a Patent Infringement
Inquiry Under the Doctrine of Equivalents, 10 SANTA CLARA COMPUTER & HIGH TECH.
L.J. 425, 430-36 (1994). That does not appear to be what the court was concerned
about here. Rather, the court was apparently concerned with the jury ignoring all
instructions and simply deciding the case on an overall feel for similarity.

211. Aspen Skiing Co. v. Aspen Highlands Skiing Corp., 472 U.S. 585, 604
(1985).

212. Lear, 873 F.2d at 1426.
213. Arguably, however, the technological simplicity of the inventions in Lear

and Malta was fortuitous. Had the inventions been technologically complex, future
litigants would undoubtedly have been tempted to argue that the presentation
requirements applied only to trials involving high-tech inventions. The simplicity of
the Lear and Malta inventions eliminates that issue.

214. Malta, 952 F.2d at 1330 (Michel, J., concurring).
215. Id.
216. See infra text accompanying notes 229-232 (discussing a subsequent

decision authored by Judge Michel).
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expert testimony and linking argument to show that a green
handbell functions in substantially the same way as a red one.

The Malta majority's concern that the three-pronged test
articulated in Graver Tank might be ignored by a jury is under-
standable. The term "doctrine of equivalents" conjures up images
of a general comparison of end results between the claimed
invention and the allegedly infringing product. The method by
which the CAFC has attempted to remedy this situation, how-
ever, is misguided. Rather than concentrating on whether
enough evidence was adduced at trial for a reasonable jury to
conclude that all parts of the Graver Tank test were met, the
CAFC has centered its inquiry on how the evidence was pre-
sented.

Although the CAFC's approach to this issue might make it
easier for the jury and the court to evaluate a plaintiff's proof on
each Graver Tank element, it neglects one of the most effective
features of the adversarial system. Defects in evidence in one
party's case will likely be discovered and emphasized by the
opposing party. Patent-infringement trials are not ex parte
proceedings. If a plaintiff is unable to prove, for example, that
the defendant's product operates in substantially the same way
as the claimed invention, the defendant is surely going to point
that out to the jury both during examination of expert witnesses
and in closing arguments. In addition, the defendant will have
ample opportunity to pinpoint deficiencies in evidence to the trial
judge, thereby precluding a jury instruction on the Doctrine. The
presentation requirements set forth in Lear and Malta are,
therefore, largely unnecessary.Even assuming, however, that the requirements of Lear and
Malta are of some merit, the question remains whether compli-
ance with those requirements is detrimental to plaintiffs. If not,
the CAFC's holdings in Lear and Malta would be harmless.
Unfortunately, this is not the case. The requirements set forth in
Lear and Malta are undesirable because, as discussed above, they
are disturbing indications that the CAFC is willing to depart from
its self-imposed rule against removing patent trials from the
time-tested trial procedures of mainstream cases. Moreover, the
practical effect for the patent-infringement litigator is that the
new requirements restrain the ability of a plaintiff to present
evidence on both literal infringement and infringement under the
Doctrine without being repetitive.

[Vol. 67
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It is common in patent-infringement trials for a plaintiff to
claim infringement both literally and under the Doctrine.217

Literal infringement, as the term implies, is proved by showing
that each element of a patented claim is covered by the defen-
dant's allegedly infringing product or process.218 Obviously, the
evidence required to show literal infringement is essentially the
same as to show infringement under the Doctrine. In a complex
case, where expert testimony on the issue of literal infringement
takes several days, a plaintiff's attorney is not going to be eager
to present nearly identical testimony under the Doctrine. The
jury will likely become terribly bored and alienated.21 9 In
addition, the cost of expert witnesses' services will increase
dramatically.

The mandates in Lear and Malta, however, would require
such repetition. Lear stated: "The evidence and argument on the
doctrine of equivalents cannot merely be subsumed in plaintiff's
case of literal infringement. Accordingly, the fact there was
evidence and argument on literal infringement, that may also
bear on equivalence, does not satisfy Nestier.22 °

This problem becomes even more acute when the claims have
been drafted in "means-plus-function" format.22" ' Although the
difference between literal infringement of means-plus-function
claims and infringement under the Doctrine is not trivial, the
evidence presented under each theory is necessarily very similar.
Literal infringement of claims drafted in means-plus-function
format includes any "equivalent" that "results from an insubstan-
tial change which adds nothing of significance to the structure,
material, or acts disclosed in the patent specification."'222 Infringe-

217. Obviously, if a plaintiff proves literal infringement, the question of
infringement under the Doctrine is moot. A patentee-plaintiff, however, will almost
never be certain that a jury will find literal infringement, so it would seem wholly
imprudent not to allege infringement under the Doctrine as an alternate theory of the
case.

218. See supra part I.A.
219. Although there might be some value to a litigator in being able to repeat

evidence so that a jury is sure to understand it, presumably that value is significantly
outweighed by the annoyance such repetition would cause a juror who may already
think that the trial has gone on too long.

220. 873 F.2d at 1425 (citations omitted).
221. See 35 U.S.C. § 112 para. 6 (1994) (allowing for claims to be drafted in this

manner). For example, a chair might be claimed as a means for supporting a sitting
person.

222. Valmont Indus. v. Reinke Mfg. Co., 983 F.2d 1039, 1043 (Fed. Cir. 1993)
(emphasis added).
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ment under the Doctrine, alternatively, "results from an insub-
stantial change which ... adds nothing of significance to the
claimed invention.'223

At least one lower court has recognized the redundancy
problem in the context of a patent-infringement trial involving
means-plus-function claims. In Alpex Computer Corp. v. Nin-
tendo Co.,224 the plaintiff elicited extended testimony on literal
infringement of the patented means-plus-function claims,
asserting that the differences between the claims as read in light
of the patent specification and the defendants' product were
insignificant. 225 Alternatively, the plaintiff claimed infringement
under the Doctrine. Rather than repeating the same testimony
with regard to infringement under the Doctrine, however,
plaintiff's expert simply incorporated his prior testimony on
literal infringement by reference and then testified to the specific
elements of infringement under the Doctrine. Specifically, the
plaintiff's expert testified that each element of the accused device
met the function, way, result test of Graver Tank. The jury
returned a verdict finding infringement under the Doctrine but
not literal infringement.

Defendants moved for judgment as a matter of law due to
insufficiency of evidence presented under the Doctrine, according
to the holdings in Lear and Nestier.226 In denying the defendants'
motion, the court found it significant that the case involved
claims of literal infringement of means-plus-function claims as
well as infringement under the Doctrine. The trial judge rea-
soned that because plaintiff's expert witness had explicitly
incorporated his literal infringement testimony by reference, as
long as the Graver Tank elements are explicitly reviewed for the
jury, which they were, "it is unnecessary for counsel to elicit
wholly redundant testimony regarding the doctrine of equiva-
lents. '227 The court further stated that such a presentation of
evidence was "sufficient to prevent the jury from being 'more or
less put out to sea without guiding charts when called upon to
determine infringement under the doctrine.'2 ,

2 8

223. Id. (emphasis added).
224. 34 U.S.P.Q.2d (BNA) 1167 (S.D.N.Y. 1994).
225. Id. at 1181.
226. Id.
227. Id.
228. Id. (quoting Lear Siegler v. Sealy Mattress Co., 873 F.2d 1422, 1426 (Fed.

Cir. 1989)).
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It remains to be seen whether the CAFC will follow the
reasoning set forth in Alpex.

D. Inconsistent Application of the New Requirements

Regardless of the wisdom of the majority's holding in Malta,
the decision has created disagreement among the judges of the
CAFC as to the correct standard for the review of evidence
presented at trials under the Doctrine. For example, in
Drexelbrook Controls v. Endress & Hauser,29 a unanimous panel
of the CAFC applied the strict standard of the Malta majority in
overturning a jury verdict for plaintiff. Judge Michel, one of the
majority judges in Malta, wrote the decision.230

The trial court had stated, in denying defendants' motion for
JNOV, that although plaintiff had not recited the Graver Tank
formula, "in the laborious description of what everything did ....
in essence the same testimony came out with his conclusion ....
[The jury is entitled to draw that inference. '231 The CAFC held,
however, that because the trial court acknowledged that "evi-
dence directed to all three elements of equivalency was not
presented and that the jury was required to arrive at its conclu-
sion by inference, the judge erred in denying [the defendants']
JNOV motion."232 Clearly, at least this panel of the CAFC left no
room for a presentation of evidence that does not specifically
direct the jury to each Graver Tank element.

In contrast, in Spancrete Machinery Corp. v. RH&M Machine
Co. 233 ("Spancrete"), another unanimous panel of the CAFC used
the "disclaimers" of the majority in Malta to overturn the grant
of JNOV after a jury verdict for plaintiffs.2 34 This decision was
written by Judge Newman, the dissenting judge in Malta.135 The
trial court had granted JNOV because, it stated, the plaintiff had

229. No. 92-1234, 1993 WL 24787 (Fed. Cir. Feb. 4, 1993) (This decision was not
chosen for publication by the CAFC.).

230. Id.
231. Id. at*2.
232. Id.
233. No. 93-1415, 1994 WL 424620 (Fed. Cir. Aug. 15, 1994) (This decision was

not chosen for publication by the CAFC.).
234. Id.; see supra note 205 and accompanying text (discussing the Malta

majority's "disclaimer" that the magic words of "function," "Way," and "result" do not
necessarily need to be recited at trial).

235. Spancrete Machinery Corp. v. RH&M Machine Co., No. 93-1415, 1994 WL
424620, at *1 (Fed. Cir. Aug. 15, 1994).
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not presented "particularized testimony" and "linking argument"
as to the "way" aspect of equivalency, citing both Lear and
Malta.236 The CAFC, however, overturned the district court's
ruling, stating that the Malta majority had indicated that the
three-pronged Graver Tank test was not the only way to prove
equivalence.23 ' The Spancrete court further stated:

We have often said that patent cases are not, by virtue of their
technological subject matter, removed from the mainstream of
time-tested trial procedures. ... The court cannot act on its
own view of the evidence as if there had been no jury. Indeed,
the jury was not instructed that there is a special standard of
evidence and argument of the way the devices worked in order
for the jury to find infringement by equivalency.... The jury
verdict must be sustained if there is substantial evidence on
the record as a whole whereby a correctly instructed jury could
have reached the verdict that was reached.238

The judges of the CAFC are obviously far from agreement on
the proper application of the principles set forth by the majority
in Malta. Presently, at least, the resolution of the issues dis-
cussed in Malta depends substantially on which panel of the
CAFC happens to be assigned to a particular case. 239

In sum, while trying to ensure that juries are provided with
the most easily digestable form of evidence at trial, the majority
in Malta may have created more problems than it solved.

236. Id. at *3.
237. Id. (quoting Malta, 952 F.2d at 1326 (stating that "while comparison of

function/way/result is an acceptable way of showing that structure in an accused
device is the 'substantial equivalent' of a claim limitation, it is not the only way to do
so")).

238. Id.
239. Arguably, the CAFC's en banc decision in Hilton Davis Chem. Co. v.

Warner-Jenkinson Co., 62 F.3d 1512 (Fed. Cir. 1995), cert. granted, 64 U.S.L.W. 3570
(U.S. Feb. 27, 1996) (No. 95-728), silently overruled Malta. Hilton Davis discussed
the requirements for a claim under the Doctrine, and it did not require evidence of
"why" the function, way, result test had been met. Id. Malta was neither explicitly
discussed nor overruled, however, and certain judges of the CAFC may thus continue
to adhere to it.
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IV. No NEw TRIALS

The CAFC has also shown a willingness to limit the effective-
ness of juries by refusing to grant new trials even after new
procedural rules are announced or the resolution of a legal issue
has been reversed. For example, the majority in Malta retroac-
tively applied the (arguably) new rule of Lear and refused to
grant a new trial.24° The court thereby denied the plaintiff the
opportunity to present its case to a jury under known procedural
rules. Perhaps the court was worried that the jury would simply
reach what it perceived to be the "wrong" result again. Similarly,
in the wake of Markman, the CAFC has already shown a willing-
ness to overturn a trial judge's legal conclusion as to the correct
construction of the claims and enter a verdict for the defendant
without a new trial.241

A. Retroactive Application in Malta

The CAFC effectively changed the standard for presentation
of evidence at jury trials with its decision in Lear. In holding the
Malta plaintiffs to that new standard even though Lear was
decided after the conclusion of the Malta trial, the court deprived
the Malta plaintiffs of a chance to present their case to the jury
under known procedural rules.

The Malta majority noted that the CAFC decided Lear seven
months after the Malta trial was completed; it contended,
however, that Lear was merely a more explicit statement of the
holding in Nestier and that its holding in Malta was merely an
application of the teachings in Lear.2 42  Consequently, the
majority stated that there had been no retroactive application of
the law.24

' A close examination of the cases, however, reveals
weaknesses in the majority's reasoning.

As discussed above, Nestier involved a case in which the
plaintiff's attorney affirmatively disavowed the Doctrine as a
theory of the case. 244 The court in Lear recognized that the

240. See supra part III (discussing both Malta and Lear at length).
241. See supra part II (discussing Markman at length).
242. Malta, 952 F.2d at 1327-28.
243. Id. at 1328.
244. Nestier Corp. v. Menasha Corp.-Lewisystems Div., 739 F.2d 1576 (Fed. Cir.

1984); see supra note 174 and accompanying text.

1996]



668 UNIVERSITY OF COLORADO LAW REVIEW [Vol. 67

language in Nestier regarding evidence and argument concerning
the Doctrine was dicta and that the holding in Nestier was limited
to the affirmative waiver of a right to recovery under the Doc-
trine.245 The holding in Lear, therefore, represented a dramatic
change in the procedural law, as it required certain stylized
testimony and attorney argument that was not previously
required.246

In his concurring Malta opinion, Judge Michel urged that the
evidentiary requirements stated explicitly in Lear were, in fact,
implicitly required by Graver Tank itself.247 Specifically, he
stated that "separate, explicit, and substantial evidence" of each
Graver Tank element has been required since 1950, when Graver
Tank was decided.248 Michel admitted, however, that Graver
Tank made no mention of specialized presentation requirements
or linking attorney argument. Rather, Michel contended that the
evidence itself, regardless of presentation, was not sufficient in
Malta to support a jury verdict under the Doctrine.249 It is a fair
assumption, however, that Judge Rich, the author of the majority
opinion in Malta, disagreed with Michel on this, or else the
majority opinion would have reflected Michel's view that the
evidence was insufficient as a matter of law. Thus, it is clear that
the majority retroactively applied the Lear requirements and
deprived the Malta plaintiffs of the opportunity to present their
evidence under known procedural guidelines.

The Malta decision also violated several other established
procedural rules. For example, the new requirement of "linking
argument" conflicts with the universal standard that attorney
argument is not evidence.25 ° Malta also conflicts with the tenet
that "the required findings are controlled by the court's instruc-
tions to the jury.""2 The jury instructions here did not include
any "why" requirement and were not objected to by the defen-
dants.2 Because the jury must be assumed to have followed the

245. Lear, 873 F.2d at 1427.
246. Malta, 952 F.2d at 1334 (Newman, J., dissenting).
247. Id. at 1330 (Michel, J., concurring).
248. Id. at 1331.
249. Id.
250. Id. at 1343 (Newman, J., dissenting); see also 1 JOHN H.

WIGMORE, WIGMORE ON EVIDENCE § 1(b), at 7 (Peter Tillers ed., rev. 1983).
251. Malta, 952 F.2d at 1343 (Newman, J., dissenting) (citing DMI v. Deere &

Co., 802 F.2d 421, 425 (Fed. Cir. 1986)).
252. Id. at 1342.
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instructions," 3 failure to object to the instructions must generally
be regarded as a waiver of objection to the legal standard
applied.254

Judge Michel argued in response to this concern that the
evidentiary requirements imposed by Lear were necessary
specifically because of the problem of jury guesswork under the
Doctrine, which cannot be cured by a jury instruction.255 Thus'
the defendants' failure to object to the jury instructions was
irrelevant. The problem with this argument is that it merely
provides further evidence that the Lear requirements were
retroactively applied. If Lear really was just a more explicit
statement of the holding in Nestier, as the majority contends, 256

and not a retroactive application of the law, then why did the
defendants not object to the legal standard applied by the trial
court through its instructions to the jury?

Importantly, the procedural changes brought about by the
CAFC decisions in Lear, after the conclusion of the trial in Malta,
are not trivial. The Supreme Court has recognized that the
"procedures by which the facts of the case are determined assume
an importance fully as great as the validity of the substantive
rule of law to be applied."25 ' Consequently, it is contrary to due
process to change the evidentiary rules of a case after the
conclusion of trial. 58 In other words, it was unfair to hold the
Malta plaintiffs to an evidentiary standard they could have easily
met, but may not have simply because they were unaware of it.259

Therefore, even if the new requirements are justified and the
Malta plaintiffs did not meet the new requirements, the majority
awarded the wrong remedy. As discussed, it is inequitable to
affirm a grant of JNOV based on evidentiary standards that were
changed after the conclusion of trial. Moreover, a court always
has discretion when justice requires to order a new trial on the
merits.26 ° The majority here should have, at the very least,

253. See Aspen Skiing Co. v. Aspen Highlands Skiing Corp., 472 U.S. 585, 604
(1985).

254. Malta, 952 F.2d at 1342-43 (Newman, J., dissenting) (citing McAdam v.
Dean Witter Reynolds, Inc., 896 F.2d 750, 768-69 (3d Cir. 1990)).

255. Id. at 1330.
256. Id. at 1327-28.
257. Speiser v. Randall, 357 U.S. 513, 520 (1958).
258. See Malta, 952 F.2d at 1341-42 (Newman, J., dissenting).
259. See id. at 1341.
260. See Cone v. West Virginia Pulp & Paper Co., 330 U.S. 212, 216 n.4 (1947).
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awarded plaintiffs a new trial; justice required no less than
that.6

B. Markman as a License to Decide Infringement on
Appeal

Similarly, in the wake of Markman, the CAFC has shown a
willingness to decide the question of infringement itself after
overruling a trial judge's interpretation of the claims. In Exxon
Chemical Patents v. Lubrizol Corp.262 ("Exxon"), the CAFC held
that the trial court was correct in attempting to interpret the
claims as a matter of law according to Markman but that the trial
court simply erred in its interpretation. Accordingly, the court
vacated the judgment in favor of the plaintiff, Exxon. Instead of
simply remanding for a new trial, however, the court independ-
ently reviewed the evidence and concluded that there was no
infringement under the correct interpretation of the claims.16 3 It
seems the court was intent on not letting the case return to the
unsophisticated jury when it could just as easily decide for itself
that there was no infringement.

In her dissent in Exxon, Judge Nies disagreed with the
majority's construction of the claims and stated that the major-
ity's reversal was an "extraordinary disposition" even assuming
that its interpretation was correct.264 "By advocating a different
interpretation of the claim sua sponte, the majority required
Exxon to litigate during trial not only its opponent's position
[should that be adopted by the court] but also the unknowable
position of the appellate court." ' 5

If the CAFC persists in applying its own interpretation of the
claims to the facts without a new trial, there truly is no remain-
ing purpose for a jury in this process.

CONCLUSION

There are no easy answers to the problems with which the
CAFC has grappled over the past decade. Given their unique

261. See id. at 1334.
262. 64 F.3d 1553 (Fed. Cir. 1995).
263. Id. at 1560-61.
264. Id. at 1568.
265. Id. at 1569.
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position in the federal judiciary, the judges of the CAFC undoubt-
edly have the best vantage point from which to determine if the
patent trial system is failing. Judging from the language and
reasoning in recent cases, most CAFC judges believe that it is.
The question remains, however, whether anything can be done
about it without damaging the civil litigation system or requiring
suspect constitutional analysis. Unfortunately, the answer
appears to be no, at least not without congressional action.

In Markman the CAFC and the Supreme Court appropriated
the most important question in a patent-infringement suit for
judges by recharacterizing claim construction as a matter of law,
subject to de novo review. Arguably, Markman will ultimately
result in a greater percentage of cases being decided "correctly."
After all,' the specialized judges of the CAFC will be nearly
unconstrained in deciding the question of literal infringement,
and neither side will have the opportunity to bamboozle an
unsuspecting jury. That argument can be made, however, for any
type of trial.2"'

Unfortunately, the costs of the Markman decision are
significant. First, Markman is constitutionally troubling. The
Seventh Amendment does not contain an exception for complex
litigation. It also does not permit a court to pay lip service to a
party's right to a jury trial and concurrently take away all
practical power from the jury. At best, Markman represents a
creative constitutional analysis designed in good faith to produce
a desired result. At worst, however, it demonstrates a willingness
to ignore constitutional protections in order to provide appellate
judges with power to which they are not entitled in the hopes that
it will improve a failing system.

Beyond the Constitution, however, Markman creates
practical problems. Our civil litigation system is based on the
premise that the trial is the most important phase of the process.
Creating a scheme wherein the most important and often most
detail-oriented issue is reviewed de novo by an appellate court
undermines that premise. As a result, lengthy trials will likely
have to be repeated, or, perhaps more disturbingly, the CAFC

266. For example, would O.J. Simpson be a free man if specialized trial or
appellate judges had decided the key issues in his murder trial? See generally
Symposium, O.J. Simpson and the Criminal Justice System on Trial, 67 U. COLO. L.
REV. 727 (forthcoming Sept. 1996).
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may continue to decide the question of infringement for itself at
the appellate level.

There is a way to keep the main event at the trial level and
still improve the quality of justice being dispensed, and Congress
holds the key. The use of special juries would increase the
expertise of the fact finder while maintaining the proper balance
between the trial and appellate courts. It would also avoid some
(if not all) of the constitutional questions that plague the solution
proposed by Markman.

Presumably, the use of special juries would also alleviate the
fears of juror incompetence that shaped Malta. As it stands,
however, Malta creates a separate set of problems. As discussed,
if a plaintiff is willing to repeat testimony relating to literal
infringement, the new requirements are not terribly difficult to
meet.267 Thus, it could be that patent-infringement plaintiffs
across the country are dutifully "dropping the curtain" after
finishing the literal infringement portion of their cases and
raising it again as if literal infringement and infringement under
the Doctrine were entirely separate concepts.

It is more likely, however, that plaintiffs are not eliciting
wholly redundant testimony simply to comply with these cases.
Rather, most plaintiffs, if aware of Lear and Malta, probably
incorporate the prior testimony on literal infringement by
reference, just as the plaintiffs in Alpex did. Given that the rules
of procedure in mainstream trials do not have specialized
presentation requirements, it likely does not even occur to most
defendants to object to the sufficiency of evidence under these
circumstances.

Although the reasoning of the trial court in Alpex was sound,
it remains to be seen whether the CAFC will accept an incorpora-
tion by reference of previous expert testimony as sufficient under
the Doctrine. Indeed, it would seem to contradict the mandate in
Lear that the evidence presented on the Doctrine not be sub-
sumed into the plaintiff's case on literal infringement."' Malta
and Lear, therefore, still present a real pitfall for those plaintiffs
who are either unaware of the requirements they impose or
unwilling to comply with them to the fullest extent.

267. See supra part III.C.
268. See Lear Siegler v. Sealy Mattress Co., 873 F.2d 1422, 1425 (Fed. Cir.

1989).
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Regardless of the practical effects of the Lear requirements,
their imposition on the Malta plaintiffs and on patent-infringe-
ment plaintiffs in general raises a more global question: Are
patent-infringement trials subject to the same rules of evidence
and procedure as other civil trials or not? Despite the CAFC's
repeated disclaimers to the contrary, Lear and Malta have
effectively taken patent-infringement trials outside of the
mainstream of civil cases by requiring a different procedural
formula to be followed at trial.

What does this mean for the future? Are litigators now
required to learn a new set of procedural rules as well as substan-
tive law to conduct patent-infringement trials? Hopefully not.
The previous assertions of the CAFC that patent trials were no
different from other civil trials because of their technical subject
matter was a sound policy. Patent-infringement litigants should
have the benefit of procedural and evidentiary rules that have
been molded throughout the long history of American jurispru-
dence, and the CAFC has pointed to no compelling reason for
abandoning those rules in patent-infringement trials under the
Doctrine.

In the final analysis, the question may be whether the ends
justify the means. Does the admirable goal of increasing the
accuracy of judgments in complex cases justify the liberal
interpretation of the Constitution and precedent and the disrup-
tion of the civil trial system? Apparently, the CAFC and the
Court believe to some extent that it does. Congress, however, can
solve the problems of the patent system with less unseemly
methods. Special juries are a better solution.

Although the employment of special juries depends on
congressional action that had not yet been proposed, the Court
would have been wise to wait for such action and, perhaps,
encourage it through its opinions.

As the Court has stated previously: "By articulating the
rules of law with some clarity and by adhering to rules that are
justified in their general application, ... we enhance the legisla-
tive prerogative to amend the law." '269 Unfortunately, the Court

269. Arizona v. Maricopa County Medical Soc'y, 457 U.S. 332, 354 (1982)
(stating that the Court will not make nonstatutory exceptions to the Sherman Act in
arguably unusual situations because such arguments are better directed to
Congress).
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did not follow its own advice, and it is left to Congress to imple-
ment the better solution.


